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1. At its meeting of 11-12 May 1989, the Negotiating Group requested the
secretarist to prepare synoptic tables setting out in a comparative manner
the proposals tabled in the Group on enforcement of trade-related
intellectual property rights and corresponding provisions of existing
international treaties. The synoptic table contained in this note is a
revision of the table earlier issued in response to this request. It takes
into account the additional specific proposals circulated by delegations
since that document was prepared (by India, Canada and Japan).

2. The various proposals and the corresponding existing international
rules on enforcement do not share a common structure. In the attached
synoptic table they have been structured in four main sections. Section 4,
General obligations, concerns proposed obligations that unless otherwise
stated would apply to enforcement procedures and remedies generally,
whether internal or at the border. Section B, Intermal measures, concerns
enforcement procedures and remedies that apply to the internal production,
sale, distribution, etc. of infringing goods. Such measures would apply to
the internal sale, etc. of both domestically-produced and imported goods.
In some proposals, it is stated that these "intermnal" procedures should
also be available against the importation and maybe exportation of goods.
Section C, Special requirements related to border measures, concerns
special provisions which have as their basic purpose providing for action
against the importation (possibly exportation and transit) of infringing
goods prior to their clearance through the customs authorities. Section D
concerns proposed obligations regarding the Acguisition of IFRs.

3. Under each main heading, a number of sub-headings have been employed.
It should be noted that these headings and sub-headings do not generally
appear in the proposals or in existing international treaties; they have
been used solely with a view to assisting the user of the synoptic table
and have no standing beyond that. 1In this revision, two new sub-headings
have been included in the first secticn, concerning national treatment and
most-favoured-nation treatment/non-discrimination. This has beern done
because most participants that have made proposals have addressed these
matters specifically in their submissions on enforcement.
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4, The synoptic table attached to this note is thus organized as follows:
Page
A. GENERAL
(1) Objectives 8
(2) Types of procedures to be provided 10
(2) Procedures, general requirements 12
(4) Assurance of equitable procedures 14
(5) Rights of representation/presentation 16
of evidence
(6) Access to information 18
(7) Treatment of confidential information 18
(8) Facilitation of the obtaining of evidence 20
(9) Consequences cf failure to provide 22
information
(10) Avoidance of barriers to legitimate trade 24
(11) National treatment 26
(12) Most-favoured-nation treatment/non-discrimination 28
(13) Remedies and sanctions 30
(14) Right of judicial review 32
B. INTERNAL PROCEDURES
(1) Coverage 34
(2) Standing to initiate procedures 36
(3) Provisional measures 38
(4) Civil remedies for infringement 44
(5) Criminal sanctions 50
(6) Indemnification of defendant 50
C. SPECIAL REQUIREMENTS RELATED TO
BORDER MEASURES
(1) General requirement 52
(2) Coverage 54
(3) Standing to initiate procedures 58
(4) Requirements for initiation of procedures 60
by IPR holders
(5) Conditions on detention of goods by customs 64
(6) Inspection of detained product by right 66
holder
(7) Release of information concerning other 66
parties to the transaction
(8) Remedy 68
D. ACQUISITION OF IPRS
(1) Duration of procedure 70
(2) Inter-partes procedures 70
(3) Right of appeal 72

(4) Other general principles 72
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5. It should be noted that in scme cases the general obligation described
in Section A is amplified in Sections B and C. For example, the proposed
general objective and obligations concerning the avoidance of barriers to
legitimate trade in A(1l) and A(10) are dealt with more specifically in some
parts of Sections B and C, includirg B(3) (conditions on provisional
measures and indemnification of defendant), B(6) (indemnification of
defendant), C(2)(b) (concerning parallel imports), C(4) (requirements for
initiation of procedures by IPR owners) and C(5) (conditions on detention
of goods by customs), as well as in other parts of Section A, such as A(4)
(assurance of equitable procedures), A(10) (national treatment), A(1ll) (mfn
treatment /non-discrimination) and A(12) (right of judicial review).

6. The first column in each table sets out the provisions of existing
international treaties corresponding to the proposals made. The following
points about the scope of the information contained in this column should
be borme in mind: '

- Only the provisions of multilateral treaties have been included.
Regional or bilateral treaties have not been referred to.

- The information given refers to the most recent revision of the treaty
in question.

- 1In order to enable the information to be presented synoptically, it
has been necessary in many instances to present the existing
provisions of international treaties in summary form. References have
been included to the articles of the treaties in question where the
full text of existing international standards can be found.

7. Information on provisions of existing international treaties relevant
to enforcerient can be found in the document prepared by the International
Bureau of WIPO on the Existence, Scope and Form of Generally
Internationally Accepted and Applied Standards/Norms for the Protection of
Intellectual Property (MTIN.GNG/NG1ll/W/24/Rev.l) under Section (8) of each
of the parts dealing with different types of intellectual property right.
This document also contains information on model legislations prepared by
WIPO, the activities of WIPO and national policies and practices.
Information can also be found in the note by the GATT secretariat on
Provisions on Enforcement in International Agreements on Intellectual
Prcperty Rights (MTN.GNG/NG11/W/18).

8. The other three columns of the synoptic table set out the specific
proposals by the United States (MTN.GNG/NG11/W/l4/Rev.l), the European
Communities (MTN.GNG/NG11l/W/31) and Japan (MIN.GNG/NG11/W/17 and 43), India
(MTN.GNG/NG11/W/40) and Canada (MTN.GNG/NG11/wW/42). To avoid confusion,
the language in these proposals has been standardized so that "signatories"
refer to signatory governments of the proposed agreement and "parties”
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refer to private parties to an enforcement proceeding. In regard to
Section D, Acquisition of IPRs, it should be noted that certain proposals
corresponding to those of the European Communities reflected in this
section have been presented by the United States and Japan in connection
with standards for specific intellectual property rights and are reflected
in the synoptic tables in document MTN.GNG/NG1l/W/32/Rev.l. Canada has
also indicated that, in its proposals, this subject will be dealt with as a
matter of standards.

9. In regard to the Indian proposal, it should be noted that this is
limited to internal enforcement of intellectual property rights. The
Indian proposals on enforcement at the border have been presented under the
agenda item on trade in counterfeit goods, in document MTN.GNG/NG11l/W&4l.
The Canadian proposal contains two main parts: a set of basic principles;
and an annex containing Canada’s more detailed views on the specific issues
covered in the synoptic table, submitted inter alia to assist the
Negotiating Group in addressing the level of detail appropriate for
enforcement provisions. The proposed basic principles are reproduced
without square brackets, whereas the more detailed views are those within
square brackets.

10. 1In addition to the three proposals listed, it is recalled that a
number of other suggestions, not amenable to presentation in the synoptic
table, have been made relevant to enforcement, including those presented
in writing by the Nordic countries (MTN.GNG/NG1l1/W/22), Switzerland
(MIN.GNG/NG1i1/w/25), Thailand (MTN.GNG/NG11l/W/27) and Brazil
(MTN.GNG/NG11/W/30). It should also be noted that the synoptic table does
not reflect suggestions made under the agenda item on trade in counterfeit
goods, for example those contained in documents MTN.GNG/NG11/W/9 (Draft
Agreement to Discourage the ITportation of Counterfeit Goods),
MTN.GNG/NG11/W/11l (by Brazil)~, MTN.GNG/NG1l1l/W/28 (by Mexico),
MIN.GNG/NG11/W/41 (by India).

11. The Swiss proposal, like those of the United States, European
Communities and Japan, suggests specific international obligations on
enforcement that should result from the work of the Group. It will be
recalled that, in connection with enforcement, the commitments proposed by
Switzerland are as follows:

1 It will, however, be noted that the content of the Brazilian
suggestion, which is that countries sign the WIPO Madrid Agreement for the
Repression of False or Deceptive Indications of Source on Goods, is
reflected in column one of the synoptic table under "corresponding
provisions of existing internatiornal treaties".
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- A recognition that excessive, insufficient, or lack of protection as
well as discriminatory treatment of intellectual property rights by
contracting parties may cause nullification and impairment of
advantages under the GATT. Such impairment and nullification may be
caused both by substantive and procedural deficiencies.

- A commitment to avoid trade distortions caused either by excessive,
insufficient, or lack of protection of intellectual property rights,
inter alia of patents, trademarks, industrial designs, geographical
indications, integrated circuits, copyright, and neighbouring rights;
and a commitment to prevent counterfeiting and piracy.

- An amendment to Article XX (d) of the GATT as follows:

"(d) necessary to secure compliance with laws or regulations which are
not inconsistent with the provisions of this Agreement, including
those relating to customs enforcement, the enforcement of monopolies
operated under paragraph 4 of Article II and Article XVII, the
protection of intellectual property rights, and the prevention of
deceptive practices".

~ A commitment to provide full and prompt application and implementation
of domestic laws and regulations related to the protection of
intellectual property rights, including to maintain or institute
judicial or administrative tribunals or non-discriminatory procedures
for the prompt review of trade distorting practices related to such
laws and regulations.

- The elaboration of indicative lists, indicating trade distorting
effects caused by either excessive, insufficient or lack of protection
of intellectual property rights, including practices and procedural
deficiences. These would establish prima facie nullification and
impairment of advantages and benefits accruing from the General
Agreement.

The Swiss proposal, like those of some other participants, also contains a
national treatment and mfn/non-discrimination obligation.

12. The Nordic paper stresses the need for particular attention to
principles such as non-discrimination and national treatment. It also says
that different types of enforcement mechanisms (border measures,
administrative arrangements and court procedures) are likely to have
different applicability in respect of the variocus IPRs, in particular that
the determination of infringement may require somewhat different procedures
and provisions, depending on the IPR in question. The Thai statement urges
that the following elements should be incorporated into the enforcement
mechanism contemplated:
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- The enforcement procedures should lead to further liberalisation.
They should not themselves become barriers or means of harassment of
legitimate trade or lead to excessive protection that obstructs
technology transfer.

- The procedures should reflect the genuine intention and obligations of
individual contracting parties to provide due process of law.
However, this does not imply that harmonisation of national laws is
required.

- The procedures should afford the maximum degree of transparency.

The Brazilian paper suggests that the Group should pay due attention to
problems arising from the excessive and rigid enforcement of IPRs,
including to cases where enforcement of IPRs becomes a barrier or
harassment to legitimate trade.

13. Many participants have, of course, expressed their views orally at
meetings of the Group since the April 1989 TNC decision. These views are
recorded in documents MTN.GNG/NG11/12, in particular paragraphs 10-22, and
MTN.GNG/NG11/13, in particular paragraphs 16-32. The views expressed at
the meeting of 11-13 September will be recorded in MTN.GNG/NG11/15 which
will be issued shortly.

14. The following are the full titles of the international treaties
referred to in column one of the table:

- Paris Convention for the Protection of Industrial Property (WIPO)
(1883, revised 1900, 1911, 1925, 1934, 1958 and 1967, and amended
1979);

- Madrid Agreement for the Repression of False or Deceptive
Indications of Source on Goods (WIPO) (1891, revised 1911, 1925,
1934 and 1958; Additional Act 1967):

- Lisbon Agreement for the Protection of Appellations of Origin and
Their International Registration (WIPO) (1958, revised 1967, and
amended 1979);

- Treaty on Intgllectual Property in respect of Integrated Circuits
(WIP0)(1989); .

2 Not yet in force.
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Berne Convention for the Protection of Literary and Artistic
Works (WIPO) (1886, completed 1896, revised 1908, completed 1914,
revised 1928, 1948, 1967 and 1971, and amended 1979);

Universal Copyright Convention (Unesco) (1952, revised 1971);

Geneva Ccnvention for the Protection of Producers of Phonograms
against Unauthorised Duplication of their Phonograms (WIPO, in
co-operation with ILO and Unesco for matters relating to their
respective fields of competence) (1971);

Brussels Convention Relating to the Distribution of
Programme-Carrying Signals Transmitted by Satellite (Unesco and
WIPO) (1974).
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A. GENERAL CBLIGATIONS

{1) OBJECTIVES

Corresponding Provisions of Existing
International Tresties

Article 10ter of the Paris Cenvention
requires meaber States to assure to nationmals
of other meaber States appropriate legai
resedies effectively to repress all the acts
referred to in Article 9 (concerning
tradeaarks and trade names), Article 10
{concerning false indications of source) and
Article 10bis (concerning unfair competition).

Under the Berne Convention any party to
the Convention undertakes to adopt, in
accerdance with its constitution, the measures
necessary to ensure the application of the
Convention which defines, in detail the works
to be protected, the rights to be granted,
etc. At the time when a country deposits its
instrusent of ratification or accession, it
must be in a position under its domestic law
to give effect to the provisiens of the
Convention (Article 36).

Under the Universal Copyright Convention,
Contracting States undertake to provide for
the effective (as well as adequate) protection
of the rights of authors and of other
copyright proprietors (Article I).

The Phonograss Convention requires
Contracting States to protect producers of
phonograms against the making of duplicates
without the consent of the producer and
against the isportation of such duplicates for
the purpose of distribution to the public, and
against the distribution of such duplicates to
the public, The means by which the Convention
is iaplemented are 2 matter for the domestic
law, but they must include one or more of the
follewing: protection by means of the grant of
a copyright or other specific right;
protection by seans of the law relating to
urfair cospetition, protection by aeans of
penal sanctions (Articles 2 and 3).

United States
MTN.GNG/NGI1/H/14/Rev.1)

- Effective econoric deterrent to
international trade in goods and services
infringing IPRs through iaplementation of
internal and border measures that deprive
entities trading in infringing goods and
services of the benefits of such activity.

- Effective means of preventing and deterring
infringement of IPRs,

- Ensure that measures to enforce IPRs
ainieize interference with legitisate trace.

India
{MTN.GNG/NG11/8/740)

- There should be provisien of sisple,
effective and adequate internal enforcesent
procedures to enable expeditious action
against infringesent and to provide relief to
the owners of IPRs.



Eurcpean Cossunities
(MTN.GNG/NB11/H/31)

- Provision of effective procedures to protect
IPRs against any act of infringesent.

- Application of these procedures in such a
panner as to aveoid the creation of obstacles
to legitimate trade.

Canada
(MTN.GNG/NBL1/H/42)

- Procedures to enfsrce IPRs should be
effective but should not create unnecessary
cbstacles to legitimate trade.

[Signateries should estabiish seasures and
precedures to ensure prompt, effective and
non-discrisinatory enforceeent of IPRs covered
by this agreeeent. Such procedures should
einlaize interference with legitisate trade.)
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Japan
(MTH.ENG/NG11/K/17 and 43)

~ Signatories shall establish procedures for
effective and appropriate enforcement of IPRs
at dosestic and border levels by seans of
civil law, crisinal law, adeinistrative law or
a cosbination therecf.

- Enforcesent measures shall be ensured by
national laws in so such as they seet the
requiresents of the general rules and
disciplines which will be the cutcose of this
negotiation.

- In establishing and implesenting enforcesent
reasures, considerations shall be paid to the
following points:

- differences amcng various types of IPRs;
- need to ensure that measures taken to

protect IPRs do not becoae barriers to
legitisate trade.
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(1) OBJECTIVES (contd.)

Correspoending Provisions of Existing
International Treaties

The Brussels Convention (Satellites)
requires that the measures undertaken by
sesber States to prevent the distribution on
or fros their territory of programse-carrying
signals be adequate (fArticle 2(1)).

The Treaty on Intellectual Property in
respect of Integrated Circuits requires each
Contracting Party to secure adequate measures
to ensure the prevention of acts considered
unlawful under the provisions of the Treaty
and appropriate legal reaedies where such acts
have been coanitted (Article 3).

(2) TYPES OF PROCEDURES TO BE PROVIDED

Corresponding Provisions of Exisiting
International Treaties

United States
(MTN.GNG/NG11/8/14/Rev. 1)

- Adainistrative, judicial or both types of
procedures shall be avzilable to enforce IPRs
beth internally and at the berder.

India
{MTN.GNG/NG11/W/40)

- See A(13) below and introduction,
paragraph 9.



European Comsunities
{MTN.ENG/NG11/K/31)

- Signatories shall protect IPRs by means of
civil law, criminal law, adsinistrative law or
a coshination thereof.

Canada
(NTN.GNG/NG11/H/42)

- See A(13) below.

(Signatories should protect IPRs by mears of
civil procedures being judicial or
adeinistrative or 2 cosbination thereof. In
appropriate circusstances, criminal procedures
should also apply.]

MTN.GNG/NG11/W/33/Rev.1
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Japan
(MTN.GNG/NGL1/H/17 and 43)

- See A(1) above.
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{3) PROCEDURES, GENERAL REGUIREMENTS

Carresponding Provisions of Exisiting
International Treaties

See A{1) above

United States
{MTN.GNG/NE11/H/14/Rev. 1)

- Signatories shall designate a cospetent body
and devete sufficient resources to ensure the
prompt and effective enforcement of IPRs.

India
(MTN.BNG/NG11/H/40)

- It is only through their noreal
adainistrative and judicial systems that
governaents, particularly of develeping
countries, are in a position to provide for
enforcesent of IPRs. It shall not be expected
of thea to allocate additional resources
establishing separate machinery for the
enforceaent of IPRs,

See also A(l) above.



Eurcpean Creasunities
(MTN.GNG/NG11/4/31)

- Procedures concerning the enforceaent of
IPRs shall not be unnecessarily complicated,
costly or time consuming, nor shall they be
subject tc unreasonable time-limits,

- Procedures shall provide adequate
opportunities for right holders, including
foreign nationals, to make use of thes. The
tera "right holder® means the right holder
hiaself, any other person authorized by hie or
persons having legal standing under national
law to assert such rights.

Canada
(MTN.GNG/NGL1/W/42)

See A{1) abeve.
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Japan
(MTN.GNG/NG11/H/17 and 43)

- Procedures shall not be unnecessarily
complicated, costly, or tise consuming, nor
shall they be subject to unreasonable
time-limits.
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(4) ASSURANCE OF EQUITARLE PROCEDURES

Corresponding Provisions of Existing United States
International Treaties (MTN.GNG/NBI1/B/14/Rev. 1)

- Procedures for the enforcement of IPRs,
whether they be administrative or judicial,
tivil or criminal must ensure due process of
law including:

(i} the right to receive written notice
prior to commencesent of proceedings which
contains inforsation sufficient to determine
the basis of the dispute;

(i1} application of the same substantive
standards for determining whether an
enforceable IPR exists and whether it has been
infringed with respect to all products whether
isported or locally produced;

(iii) prospt, fair, reascnable, and effective
eeans to gain access to aind present to
relevant judicial or adeinistrative
authorities statesents of witnesses and
inforsation, documents, records and other
articles of evidence for the enforcement of
{PRs;

{iv) determinations in writing relating to
the infringesent of IPRs which eust be
reasoned and made in a fair and open sanner,

India
(MTN.GNG/NG11/H/40)

- The prirciples of natural justice and fair
play shall be observed in internai enforceaent
procedure. There should be prior notice to
the concerned parties and adequate
appertunities for defence.



Eurppean Comsunities
(MTN.GNG/NG11/8/31)

- Decisions on the aerits of a case shall, as a
general rule, be in writing and reasoned. They
shall be made without undue delay in a fair and
open manner.

- Al parties to civil judicial procedures
shall be duly entitled to substantiate their
claims and to present the evidence relevant
for the establishaent of the facts and the
determination of the validity and infringement
of the IPRs concerned, as well as to exercise
their rights of defence. Decisions shall only
be based on such facts in respect of which
parties were offered the opportunity to be
heard. Administrative procedures shall
confore to equivalent procedures, inter alia in
order to ensure effective equality of
opportunities for iwported products.

Canada
{MTN.GNGB/NG11/H/42)

- Procedures for enforcesent should be fair
and equitable to the affected parties and
transparent.

{Procedures for the enforcement of IPRs should
be fair, equitable and transparent.

Such procedures should seet the following
criteria.

Except for ex parte proceedings, parties to a
dispute should have a right to receive written
notice in sufficient tise prior to a hearing
on the serits to enable a defence or response
to be prepared. Such notice should contain
sufficient inforsation to detersine the basis
of the dispute.

Parties to proceedings should be entitled to

substantiate their claiss and to present
evidence relevant for the establishaent of the

{Continued in next coluan.)
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Japan
(MTN.GNG/NG11/W§/17 and 43)

~ A person against whoe procedures have been
initiated shall be given ample opportunities
for defense. R person who is to be subject to
substantive argument on the serits of a case
shall be given notice before the arguaent.

- Final judicial decision on the merits of a
case shall be made in a fair and open manner.
They shall be in writing and reasoned.

- Final decisions by courts in civil
procedures shall be based only on such facts
in respect of which parties were offered the
opportunity to be heard. Adeinistrative
procedures shall be subject to an equivalent
requireaent.

Canada (continued)

facts and the determination of the validity
and infringesent of the IPRs concerned either
orally or in writing as appropriate, as well
as to exercise their rights of defence.
Decisions should be based cnly on such facts
in respect of which the parties were offered
an opportunity to present their positions.
hearings should be transparent and, unless
there are reasonable grounds to the contrary,
should be open tc the public. Procedures
should not be subject to unreascnable tise
limits or unwarranted delays.

Decisions should be in writing and should
rormally be accoepanied by written reasons for
decision. Decisions should be made without
undue delay and in a2 fair and open manner.
Decisions should be published or otherwise
available to the public.]
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(3) RIGHTS OF REPRESENTATION/PRESENTATION

0F EVIDENCE

Correspending Provisions of Existing
Internaticnal Treaties

{MTN.GNG/NG11/W/16/Rev.1)

- Procedures shall not igpose overly
burdensose requireaents concerning personal
appearances by the parties, but shall, to the
greatest extent possible, permit the parties
to appear through representatives and provide
a fair and reasonable opportunity for all
parties to present evidence, in writing or
orally, or both, for consideration by the
authorities, Subject to procedures and
conditions to ensure reliability and fairness,
such as cross-exaaination and disclosure of
adverse information, signatories shall
facilitate the acceptance of evidence,
including expert testimony, and technical or
test data, in order to assist in expediting
and reducing costs of participating in
enforcement procedures.

India
{MTN.GNG/NGL1/W/40)



Eurcpean Coamunities
(MTN.ENG/NB11/R/31)

~ fs indicated in (4) above, all parties to
civil judicial procedures shall be duly
entitled to substantiate their claiss and to
present the evidence relevant for the
establishaent of the validity and infringesent
of the IPRs concerned, as well as to exercise
their rights of defence. Adainistrative
procedures shall confora to equivalent
procedures, inter alia in order to ensure
equality of opportunities for ieported
products. '

Canada
(MTN.GNG/NG11/W/42)

[Parties may be represented by independent
counsel where such representaticn is customary
in the relevant proceedings.

Procedures should not impose overly burdensose
requiresents concerning personal appearances
by parties.

Subject to procedures and conditions to ensure
reliability and fairness, such as
cross-exasination and disclosure of adverse
information, contracting parties should
facilitate the acceptance of evidence,
including expert testimeny, and technical or
test data, in order to assist in expediting
and reducing costs of participating in
enfoercement procedures.]

MTN.GNG/NG11/W/33/Rev.1

Japan
(MTN.GNG/NGI1/W/17 and 43)

- R1l parties to civil judicial precedures
shall be entitled to present relevant
gvidence., Adainistrative procedures shall be
subject to an eguivalent principle.
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(4) ACCESS 70 INFORMATION

Corresponding Provisions of Existing
International Treaties

(7) TREATHMENT OF CONFIDENTIAL INFORMATION

Cerresponding Provisions of Existing
International Treaties

United States
(MTN.GNG/NGI1/H/14/Rev. 1)

- Relevant authorities shall provide
opportunities for the IPR owrer, other parties
to the proceeding and the governeents of the
affected countries, to see relevant,
non-confidential information that is used by
the authorities in a procedure relating to an
enforcement action, and to prepare
presentations based on this information.

India
(MTN.GNG/NGI1/K/40)

United States
(MTN.GNE/NG11/W/14/Rev.1)

- Signatories shall provide a means to
effectively identify and protect confidential
inforration. Any inforeation which is by
nature confidential (for example, because its
disclosure would be of significant competitive
advantage to a competitor or because its
disclosure would have a significantly adverse
effect upon a person supplying the information
or upon a person from whoe he acquired the
inforeation or which is provided on a
confidential basis fer a procedure relating to
an enforcesent action) shall, upon cause
shown, be treated as such by the authorities.
Such information shall not be disclosed
without permission of the party subaitting it
except pursuant to a protective order
sufficient to safequard the interest of such
party.

India
(MTN.GNG/NG11/W/40)




European Cossunities
{MTN.GNG/NEL11/H/31)

- As indicated in (4) above, in civil judicial
procedures decisions shall only be based on
such facts in respect of which parties were
offered the opportunity to be heard.
Adeinistrative procedures shall confore to
equivalent procedures, inter alia in order to
ensure equality of opportunities for iaported
products.

Canada
(KTN.ENG/NB11/W/42)

{Procedures should provide for the disclosure
of relevant information in the possession of
the adverse party prior to a hearing on the
gerits.l

European Cosstnities
(MTN.GNG/NGL1/W/31)

Canada
{MTN.GNG/NG11/8/42)

[Signatories should provide a means to
effectively identify and protect confidential
information provided by any of the parties to
the dispute or by cthers required to give
evidence.?

MTN.GNG/NG11/W/33/Rev.1
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Japan
(MTM.GNG/NG11/¥/17 and 43)

- As indicated in (4) above, final decision
in civil judicial procedures shall be based
only on such facts in respect of which
parties were offered the opportunity to be
heard. Adeinistrative procedures shall be
subject to an equivalent requiresent.

Japan
{MTN.GNG/NG11/8/87 and 43)



MTN.GNG/NG11/W/33/Rev.1
Page 20

{8} FACILITATION OF THE OBTAINING OF EVIDENCE

Corresponding Provisions of Existing

International Treaties

United States
(MTN.GNB/NG11/H/14/Rev.1}

- Signatories shall facilitate the gathering
of evidence needed for an enforcesent or
related action in the territory of another
signatory. Procedures 2ay be carried out in
other countries to obtain statements of
witnesses and inforeation, documents, records,
and other articles of evidence relating to an
enforceaent action, including the assessment
of remedies. Signatories shall facilitate the
taking of such statesent and production of
such materials in their territories by
establishing adequate, tieely and efficient
procedures. Such procedures shall perait such
evidence ts be taken in any eanner not
prohibited by national law. A signatorv eay
require prior notification of a cospetent
authority before a statement is taken or
materials produced.

- Signatories shall make available ex parte
proceecings to preserve evidence and take other
actions urgently required provided that the
parties shall be provided subsequent notice of
the action and the right to participate in an
adeinistrative or judicial procedure providing
due process of law,

India
(MTN.GNG/NG11/M/40)




European Comsunities
(MYN.GNG/NGI1/W/31}

- Signatories shall provide for judicial
procedures for the adoption, upen request by 2
right holder, of prospt and effective
provisicnal seasures to preserve the relevant
evidence with regard to the alleged
infringesent,

- Unless this would be out of proportion to
the isportance of the infringement, the right
holder shall be entitled, in civil judicial
procedures, to be informed by the infringer,
upon reguest, of the identity of the persons
involved in the production and the channels of
distribution of the infringing goods or
services.

Canada
{MTN.GNG/N611/W!42)

[Signatories should provide for ey parte
judicial procedures to preserve evidence.
Applicants eay be required to post security or
to provide equivalent assurance before
chtaining such an order. Parties adversely
affected should promptly be given notice of
the subsequent proceedings for which the
evidence was obtained.

Generally, such seasures should include the
following provisions:

Unless there are reascnable grounds ic the
contrary, the right holder should be entitled
in civil proceedings to be inforsed by the
infringer on request, of the identity of the
persons involved in the production and the
channels of distribution of infringing goods
or services. A court or tribunal eay crder
that this be treated as confidential
information by the party obtaining it but it
may be used in proceedings against other
infringers.}

MTN.GNG/NG11/W/33/Rev.1
Page 21

Japan
(MTN.GNG/NG11/W/17 and 43)

- Signatories shall provide for appropriate
civil judicial seasures to preserve relevant
evidence. Notwithstanding the general
principles concerning procedure, such
measures may, in appropriate cases, be taken
without prior notice to an adversary.
Adainistrative procedures shall be subject to
equivalent principles.
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(9) CONSEQUENCES OF FAILURE TO PROVIDE INFORMATION

Corresponding Provisions of Existing United States
International Treaties (MTN.ENG/NG11/H/14/Rev. 1)

- In cases in which a party to the proceeding
er 3 governement refuses to, or stherwise does
not provide, necessary inforeation within a
reasonable period, or significantly impedes
the procedure relating to an enforcesent
actien, preliminary and final determinations,
affirmative or negative, may be sade on the
basis of evidence presented by the cpposing
party.

India
{MTN.ENG/NG11/W/40)




Eurcpean Cossunities
(MTH.GNG/NG11/H/31)

Canada
{NTN.GNG/NB11/M742)

[Where a party to & proceeding refuses to
provide necessary inforsation within a
reasonable period or fails to take the
necessary steps required to further the
proceedings, prelisinary and final
deteraminations, affirmative or negative, say
be sade on the basis of evidence previously
presented.]
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Japan
(MTN.GNG/NG11/W/17 and 43)



MTN.GNG/NG11/W/33/Rev.1
Page 24

{10) AVOIDANCE OF BARRIERS TQ LEGITIMATE TRADE

Corresponding Provisions of Existing United States
International Treaties {MTN.GNG/NG1t/%/14/Rev.1)

- Safeguards against arbitrary action or abuse
of procedures must be included.

- Signatories shall ensure that procedures to
enforce IPRs minigize interference with
legitimate trade.

- Parties shall make reaedies available to

provide indesnification in appropriate cases
of persons wrongfully enjoined or restrained.

India
(MTN.GNG/RBL1/H/40)

- See B{3)(d) below.



European Coasunities
{MTIN.GNG/NG11/W/31)

- Procedures and remedies applied by a
signatory for the purpose of enforcing IPRs
shall not constitute a eeans of arbitrary or
unjustifiable discrimination between nationals
of other signatories, or a disquised
restriction to international trade.

- Signatories shall provide for safeguards
against the abuse of enforcesent procedures
and for cospensation of the injury suffered by
a party which has been subject to such abuse.

Canada
(MIN.GNG/NGI1/W/42)

[Enforcement procedures should be implemented
in a manner to minimize interference with
legitimate trade. In particular, any alleged
infringesent or other violation of an IPR
relating to the isportation of goods or
services originating in the territory of
another party should be adjudicated through
proceedings no less favourable than those
applicable to goods or services in the domestic
territory.

Cosplainants in actions where imported goods
are concerned should not have the option to
initiate proceedings in judicial or
adeinistrative forums if comparable options de
not exist for coeplainants in disputes
invelving dosestically produced goecds and
services.}

- See also A{l11) and A{12) below.
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Japan
(MTN.GNG/NG11/K/17 and 43)

- Parties shall be entitled to clais
cospensation of the damage cavsed by an abuse
of enforceaent procedures.

- Signatories may grovide for that where a
governaent official, while discharging an
cfficial duty of the State, causes damage in
the course of enforcesent procedures related
to the IPR protecticn, the State say be held
liable for the coapensation.
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{11) NATIONAL TREATMENT

Corresponding Provisions of Existing
International Treaties

The Paris Cenvention chliges each of its
eesber States to grant to nationals of the
cther sember States, as well as nationals of
non-seeber States who are domiciled or who
have real and effective industrial or
cosaercial establishaents in the territory of
one of the other aseaber States, the sase legal
resedies for infringeeent of industrial
property rights as those it grants tc its own
nationals, possibly subject to the previsions
of national law relating to judicial and
adeinistrative procedure and to jurisdiction
(Articles 2 and 3).

Provisions requiring contracting parties
to grant national treatsent to nationals of
other contracting parties (and certain other
persons) are also contained in the
Berne Conventicn (Articles 3 to S), Universal
Copyright Conventicn (Article 11},

Rose Convention (Articles 2, 4, S and &) and
Treaty on Intellectual Property in Respect of
Integrated Circuits (Article 5). The latter
Treaty allows for an exception as far as any
obligations to appoint an agent or to
designate an address for service are concerned
or as far as the special rules applicable to
foreigners in court proceedings are concerned.

The General Agreesent requires that the
products of the territery of any contracting

party imported intc the territory of any other
contracting party shall be accorded treatasent
no less favourable than that accorded to like
products of national origin in respect of all
laws, regulations and requiresents affecting
their internal sale, offering for sale,
purchase, transportation, distributien or use
(Article I11:4). However, a2 general exception
allows any contracting party to adopt or
enforce seasures necessary to secure
cospliance with laws or regulations which are
not inconsistent with the previsions of the
General Agreesent, including those related to
the protection of patents, tradeaarks and
copyrights, and the prevention of deceptive
practices, subject to the requirements that
such measures are not supplied in a manner
which would constitute a means of arbitrary or
unjustifiable discrieination between countries
where the sase conditions prevail or a
disquised restriction on trade

{Article XX(d)).

United States
(MTN.GNB/NG11/K/14/Rev.1)

- The complex question of national treatment
will need to be addressed.

India
(MTN.GNG/NG11/W/40)

- The procedures for internal enforcesent
shall provide for national treataent to
foreign osners of IPRs.



Eurcpean Coamunities
(MTN.GRE6/NGI1/W/31)

- Without prejudice to the provisions on
natignal treataent provided for in the Paris
Convention and the revised Berne Convention,
the procedures shall be foramulated and applied
so as to provide nationals of other
signatories with respect to the pretection of
IPRs the advantages that the respective laws
new grant, or aay hereafter grant, to
nationals, without prejudice to the rights
specially provided for by this agreesent.
Nationals of cther countries who are doaiciled
or who have real and effective industrial or
commercial establishaents in the territery of
one of the signatories shall be treated in the
sase aanner as nationals of the sigratories.
The provisions of the national laws relating to
jurisdiction, the language of the proceedings,
the designation of an address for service or
the appointment of an agent, or to the
prevision of securities are reserved, provided
that they are not applied as a ameans of
arbitrary discrisination between nationals of
the signatory in question and those of other
signatories.

- The criteria applied in reaching a decision
whether an IPR is infringed shall not
discriminate between dosestic goods and
services, and goods and services which are
isported or destined for isportation. The
procedures and resedies applied shall accord
treateent to isported goods and services no
less favourable than that accorded to
dosestically produced goods anc services.
Article 1X{d) of the BATT shall apply
accordingly.

Canada
{MTN.GNG/NG11/W/42)

- Procedures and resedies for enforcing IPRs
provided to perscns, goods and services of all
other parties should be no less favourable than
those provided to its own persons, goods or
services, i.e. national treatsent.

[Signatories should provide procedures and
reaedies for enforcing IPRs to persons, goeds
or services of the other signatories, no less
favourable than those accorded to its own
persons, goods or services.]

MIN.GNG/NG11/W/33/Rev.1
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Japan
(MTN.GNG/NG611/W/17 and 43)

- It is important that the national treataent
principle be applied also to the enfurceament
of IPRs.
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{12) MOST-FAVOURED-NATION TREATMENT/NON-DISCRIMINATION

Correspending Provisions of Existing United States
International Treaties {MTN.GNG/NG11/W/14/Rev.1)
The General Agreesent requires that with - This complex question will need to be
respect to all rules and foraalities in addressed.

connection with importation and exportation,
and with respect to all eatters referred to in
paragraphs 2 and 4 of Article III, any
advantage, favour, privilege or immunity
granted by any contracting party to any
product originating in or destined for any
other country shall pe accorded imsediately
and unconditicnally to the like product
originating in or destined for the territories
of all other contracting parties {Article
I:1). However, a general exception allows any
contracting party to adopt or enforce measures
necessary to secure compliance with laxs or
requlations which are not inconsistent with the
provisiens of the General Agreesent, including
those related to the pretection of patents,
tradesarks and copyrights, and the prevention
of decentive practices, subject to the
requirement that such measures are not applied
in 3 sanner which would constitute a means of
arbitrary or unjustifiable discrisination
between countries where the same conditions

prevail or a disguised restriction on trade India
{Article XX(d)). (MTN.ENG/NG11/R/40)




Eurcopean Cosmunities
(MTN.GNG/NGI1/W/31)

- Frocadures and remedies applied by a
signatory for the purpose of enforcing
intellectual property rights shall not
constitute a means of arbitrary or
unjustifiable discrisination between nationals
of other signatories, or a-disquiced
restriction to international trade,

Canada
{MTN.GNG/NG11/W/42)

- Procedures and resedies for enforcing IPRs
provided to persons, gocds or services of one
signatory to a TRIPS agreesent, should be
equally applicable to the persons, goods or
services of any other signatory to the
agreement, i.e. unconditional
afn/non-discriminatory treataent.

[Signatories sheuld provide procedures and
resedies for enforcing IPRs to persens, geods
or services of all other parties, equally
applicable tc the persens, goods or services
of any party.l

MTN.GNG/NG11/W/33/Rev.!
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Japan
(MTN.GNG/NG11/M/i7 and 43)

- It is important that this priaciple be

applied also to the enforcement of IPRs,
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(13) REMEDIES AND SANCTIONS

Correspending Provisions of Existing
International Treaties

Sea A(1) above.

United States
(MTN.ENG/NG11/W/14/Rev.1}

- Enforcement measures and sanctinns must
effectively deter infringing activity. Thus,
signatories should undertake cbligations to
provide procedures to enforce rights against
entities engaged in infringing activities and
tc provide appropriate resedies. In
appropriate cases, this sust include criminal
sanctions.

- Sanctions and resedies shall be available
against the producer, seller, distributor and
in appropriate cases the user of an infringing
good or service. Resedies against
signatories, however, mav be liaited te
paysent of coapensation to the owner of the
IPR,

India
{MTN.GNG/NG11/4/40)

- Relief resulting froe internal procedures
shall include adeinistrative and civil
resedies and, in appropriate cases, penalties
under criminal law.



European Coesunities
(MTN.GNG/NG11/W/31)

- Signatories shall provide for resedies which
effectively stop or prevent the infringesent
of IPRs, entitle the right holder to claim
coppensation of the injury caused by the
infringement, and which consist of other
seasures khich, while corresponding to the
isportance of the infringesent in question,
constitute an effective deterrent to further
infringements.

Canada
(MTN.GNG/NBI1/N/42)

- There should be judicial and/or
adsinistrative civil resedies which
effectively stop or prevent the infringeaent
of IPRs, and entitle the rights holders to
claim cospensation for the injury caused by
the infringesent. Criminal sanctions and
penalties for trademark counterfeiting and
copyright piracy if committed wilfully and for
coagercial purposes also need to be provided
for.

[Signatories should provide for remedies which
effectively stop or prevent the infringement
of [PRs, and entitle the right holder to
cospensatiocn for the injury caused by the
infringeaent. In appropriate cases, damages
should be available to deprive the infringer
of anv profit and to deter further
infringesent. Signatories should provide
crieinal resedies at least for trademark
counterfeiting and copyright piracy if done in
a wilful and comsercial eanner.)
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Japan
(MTN.ENB/NGL1/H/17 and 43)

- See B(4), B(3} and C(8) belox.
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{14) RIGHT OF JUDICIAL REVIEH

Corresponding Provisiens of Existing

International Treaties

United States
(MTN.GNG/NG11/W/14/Rev. 1)

- Signatories shall provide the right of
judicial review of initial judicial decisions
on the merits of a case and final
adeinistrative decisions on the aerits of a
case in disputes arising in connection with
the obtaining, eaintaining or enforcing of
IPRs.

India
{MTN.GNG/NGI1/W/40)

- Internal enforcesent procedures shall
provide for appeal against the initial
judicial order and for judicial review of
adeinistrative orders.



European Comeunities
(MTN.GNG/NG11/8/31)

- Final adeinistrative decisions on the eerits
of a case concerning the protecticn of an IPR
shall be subject to the right of appeal in a
court of law.

Canada
(MTN,GNG/NG11/W/42)

[Signatories should provide the right of
appeal to a court of law of initial judicial
decisions on the eerits of a case and final
adeinistrative decisions on the mserits of a
case. The court of appeal should be entitled
to consider and review all legal issues raised
before or considered by the previous court or
adeinistrative tribunal end should also be
entitled to review issues of procedural
fairness.)
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Japan
(MTN.GNG/NG11/W/17 and 43)

- Final adsinistrative disposition shall be
subject to the right of judicial review.
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B. INTERNAL MEASURES

(1) COVERAGE

Corresponding Provisions of Existing
International Treaties

The enforceeent previsions of the Paris
Convention concern goods unlawfully bearing a
tradeaark or trade nase or in connection with
which 2 false indicaticn of the source of the
goods or the identity of the producer,
sanufacturer or merchant has been directly or
indirectly used. Resedies are provided for
applying within the country as well as on
importation. Goods in transit are
specifically excluded from any obligation to
effect seizure (Articles 9, 10 and 10ter}.
fActs of unfair competition are also covered by
enforcesent provisiens of the Paris Convention
{(Articles 10his and 10ter}.

The Madrid Areeaent (Indications of
Source) concerns goods having a false or
deceptive indication by which one of the
eeaber States, or a place situated therein, is
directly or indirectly indicated as being the
country or place of crigin. Reeedies are
provided for applying within the country as
weil as on importation; goods in transit are
excluded from any obligation to effect seizure
(Articles 1 and 2).

The Berne_Convention provisions en
enforcesent concern the seizure of infringing
copies of protected works. The resedy
provided for applies in the country, in
respect of infringing copies both preduced in
the country and isported (including froe
countries where the work is not protected or
has ceased to be protected) (Article 16).
Musical recordings made under a cempulscry
licence granted by a meaber State are liable
to seizure if isported without peraission intc
another meahsr Stata (Article 13(3)).

United States
(NTN.ENG/NG11/W/14/Rev. 1)

- Civil procedures to enforce IPRs should
apply at the peint of production and
cemmercial transactions, e.q., point of saie,
cffer for sale, lease, distribution, etc. as
vell as at the border

- Criminal procedures shall be available for
at least trademark counterfeiting and
copyright infringesent which are wilful and
consercial,

India
{MTN.GNG/NG11/W/40)

- IPR infringesents generally.

- Enforcesent internally,



European Cossunities
[MTN.GNG/NG11/W/31)

- Signatories shall provide for civil judicial
procedures concerning the enforceeent of any
IPR internally and with regard to imports and
exports.

- Signatories may provide for adeinistrative
precedures concerning the enforcesent of IPRs.

- Signatories shall previde for criminal
procedures and penalties to be applied in
cases of wilful infringesents of trademarks
and cepyright on a comsercial scale.
Signatories may provide for crieinal
procedures and penalties to be applied in
cases of infringement of any other IPR, in
particular where it is committed wilfully and
on a comaercial scale,

Canada
(MTN.ENG/NB11/W/42)

- See All} and A(13) above.
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Japan
(MTN.GNG/NG11/H/17 and 43)

- Infringements of ratents, trademarks,
designs, copyright, neighbouring rights and
sesi-conductor integrated circuits layout
rights.

- Acts of infringement of these rights shall
constitute criminal acts.

- Civil judicial procedures shall be provided
for the internal enforcesent of rights and
with regard to ieports.

- Signatories may establish adeinistrative
procedures for the enforceaent of IFRs.
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(2) STANDING TO INITIATE PROCECURES

Corresponding Provisions of Existing
International Treaties

Article 9 of the Paris Conventicn states
that seizure of goods unlawfully bearing a
tradesark or trade naae shall take place at
the request of the public prosecutor, or any
other cospetent authority, or any interested
party, whether a natural person or a legal
entity, in conforeily with the domestic
legisiation of each country. Article 10,
which applies the provisions of Article 9 to
false indications of source, states that any
producer, manufacturer, or merchant, whether a
natural person or a legal entity, engaged in
the production or manufacture of or trade in
such goods and established either in the
locality falsely indicated as the source, or
in the region where such locality is situated,
or in the country falsely indicated, or in the
country where the false indication of source
is used, shall in any case be deesed an
interested party. Article {0ter obliges
seaber States to provide seasures to perait
federations and associations representing
interested industrialists, producers, or
gerchants, provided that the existence of such
federations and associations is not contrary
to the laws of their countries, to take acticon
in the courts or before the adeinistrative
authorities, with a view to the repression of
the acts referred to in Articles 9 and 10, and
also acts of unfair coapetitien referred to in
Article 10bis, in so far as the law of the
country in which protection is claimed allows
such action by federaticns and associations of
that country.

The Berre Coenvention establishes a
presusption of authorship; the author must,
in the absence of proof to the contrary, be
regarded as such, ard consequently be entitled
to institute infringesent proceedings in the
countries of the Union, if his name appears on
the work in a usual manner; film producers
whose names appear on files enjoy a similar
presuaption (Article 13).

Under the Lisbon Agreement, legal action
required for ensuring the protection of
appellations of crigin aay be taken in each of
the meaber States under the provisions of the
national legislation either at the instance of
the competent Office or at the request of the
public prosecutor, or by any interested party,
whether a natural perscn or a legal entity,
whether public or private (Article 8).

For Madrid Agreeaent {Indications of
Scurce}, see Section Ci3) helow.

United States
(MTN.ENG/NGL1/W/14/Rev. 1)

- Procedures sust be available to owners of
IPRs and other persons authorized by the cwner
and having legal standing to deteraine the
validity and enforceability of IPRs for the
assertion of such rights against any legal or
juridical person or governsental entity.

- Bovernaents should initiate procedures
ex officio where effective enforceeent
reguires such actien.

India
(MTN.GNG/NG11/W/40)

- Seeking recourse to the remedies that may be
avcilable under the national law is prisarily
the responsibility of the owner of IPRs. It
is for him to set in motion the enforcement
sachinery and this responsibility cannot be
shifted to the governeent.



European Comsunities
(MTN.GNG/NG11/W/31)

- Right holders. The tera "right holder®
seans the right holder himself, any other
person autherized by hia or persons having
legal standing under national law to assert
such rights.

Canada
{NTN.BENG/NB11/W/42)

[Procedures should be available to owners of
IPPs and to any other person duly authorized
by such cwner to exercise and enforce such
rights.] '
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Japan
(MTN.GNE/NG11/W/17 and 43)

- IPR holders.
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{3) PROVISIONAL MEASURES

{a) NATURE AND PURPOSE

Cerrespending Provisiens of Existing United States
Internaticnal Treaties {MTN.GNG/NGEL/N/14/Rev.1)

For Madrid Aqreement (Indications of - Signatories must provide interim relief in
Source), see Section C below. the fere of preliminary injunctions and other

appropriate and proapt procedures to prevent
the saie or other disposition of ailegedly
infringing goods pending a final determination
on infringeaent.

- Signatories shall make available ex parte
preceedings to preserve evidence and take
other actions urgently required.

India
(MTN.SHG/NG11/H/40)

- Provisicnal resedies by way of injunctions
- should be provided.



European Comaunities
{MTN.GNG/NBL1/W/31)

- Signatories shall provide for judicial
procedures for the adoption, upon request by a
right holder, of proapt and effective
provisional measures:

to prevent an infringesent of any IPR from
occurring or being contirued, and in
particular to prevent the goods fros
entering coemercial channels, including
their importation and exportation, and

to preserve the relevant evidence with
regard to the alleged infringeeent.

- Where appropriate, provisional seasures say
be adopted inaudita altera parte.

Canada
(MTN.GNG/NGI1/W/42)

{Signatories should provide proapt and
effective provisional measures to prevent or
stop an infringesent of an IPR. Where
appropriate, these seasures say be taken

ex_parte.]
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Japan
(MTN.GNB/NGI1/N/17 and 43)

- Participants shall provide for procedures
for provisional measures with respect to the
civil judicial procedures or adeinistrative
procedures proposed; such aeasures shall ais
at ensuring future enforcesent of or at
excluding imeinent danger of the. infringement
of IPRs.

- Provisional measures shall be implesented
through judicial or administrative
procedures.

- Provisional measures shall be adopted upon
request by a right nolder. Notwithstanding
the general principles concerning procedure,
such measures aay, in appropriate cases, be
adopted without prior notice to the
adversary.

- See also A(8) above.
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{3) PROVISIONAL MEASURES (contd.)

{b) GENERAL CONDITIONS

Cerrespording Provisions of Existing
International Treaties

For Madrid Aqreeaent (Indications of

Seurce), see Section C below.

Uriited States
(MTN.GNG/NG11/W/14/Rev. 1)

- In order to prevent abuse of interia
procedures, signatories eay require a rights
cwner to provide security up to an asount
sufficient to hold the autherities and
isporter harmless froe loss or damage
resulting froe detention where the goods are
subsequently detereined not to be infringing.
However. -uch securities shall not
unreasonably deter recourse to such
procedures.

India
(MTN,GNG/NE11/M/40)



European Coesunities
(MTN.GNG/NG11/N/31)

- The applicant shall be required either to
provide any reasonably available evidence so
as to pereit the authority to establish with a
sufficient degree of certainty that he is the
right holder and that his right is being
infringed or that such infringeaent is
isminent, or to provide security sufficient to
prevent abuse.

- Provisional aeasures shall be revoked or
lapse where, notwithstanding a request by the
defendant, proceedings leading to a decision
on the merits of the case are not initiated
within 2 period of one month after the
natification of the provisional seasures,
unless deterained otherwise by the cour?.

- Where provisional measures are o be carried
out by custoas authorities, the applicant may
be required to supply any other information
necessary for the identification of the goods
concerned.

Canada
(MTN.GNG/NGI1/W/42)

[The applicant should be required to provide
any reasonably available evidence so as to
perait the authority to establish with a
sufficient degree of certainty that he is the
right holder or other authorized person and
that there is an arguable case that his right
is being infringed. The applicant may be
required to provide security to prevent abuse.

Provisional measures should be revoked or
lapse where, notwithstanding a request by the
defendant, proceedings leading to a decision
on the serits of the case are not cosaenced
within a reasonable period of tise.

Signatories say also provide that provisional
aeasures aay be revoked or lapse where the
applicant does not pursue a decision on the
serits in an expeditious sanner.}
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Japan
(MTN.GNG/NE11/W/17 and 43)

- The applicant shall provide reasons
established to a sufficient degree of
certainty when rejuasiing such seasures.

- Signatories way provide that the applicant
furnish sufficient security in place of
providing reasons establiched to a sufficient
degree of certainty.
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(3) PROVISIONAL MEASURES (contd.)

{c) CONDITIONS ON EX PARTE PROCEEDINGS

Corresponding Provisions of Existing
International Treaties '

{(d) INOEMNIFICATION OF DEFENDANT
AND OTHERS

United States
(MTN.GNG/NG11/W/14/Rev.1)

- Parties shall be provided subsequent notice
of the action and the right to participate in
an administrative or judicial procedure
providing due process of law.

India
(MTN.GNG/NG11/4/40)

United States
(MTN.GNG/NG11/H/14/Rev. 1)

- Parties shall make remedies available to
provide indesnification in appropriate cases
of persons wrongfully enjoined or restrained.

India
{MTN.GKG/NG11/H/40)

- Compensation should be provided to persons
suffering dasage from provisional orders based
on the assusption that they were infringing
IPRs, if the assumption is subsequently found
to be wrong.



European Comsunities
(MTN.GNG/NG11/M/31)

- Khere provisional eseasures are adopted
inaudita altera parte, am oral hearing shall
take place upon request of the defendant
within a reasonable period after the
notification of the measures, with a view to
deciding whether these seasures shail be
revoked or confirsed.

Canada
{NTN.GNG/NE11/M/42)

[Where provisional seasures are adopted
ex_parte, an oral hearing should take place
upon the request of the defendant within a
reasonable period after the notification of
the seasures to decide whether the measures
should be revoked, sedified, or confireed.]

European Cossunities
(MTN.GNG/NGL11/W/31}

- Where the provisional measures are revoked
or where they lapse due te any action or
cnission by the applicaat or where it is
subsequently found that there has been no
infringesent or threat of infringement of an
IPR, the defendant shall be entitled to claia
froa the applicant adequate cospensation of
any injury caused by these seasures.

Canada
(MTN.GNG/NG11/M/42)

{Contracting parties should provide for
safequards against the abure of enforcesent
procedures and for coepensation of the injury
suffered by a party which has been subject to
such abuse. In appropriate cases, contracting
parties should provide for indeanification of
parties wrongfuily enjoined or restrained.)
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Japan
(MTN.GNG/NGL1/NW/17 and 43)

- Where provisional eeasures are adopted
without prior notice to the adversarv, the
decision or the disposition adopied shall be
notified to the adversary and he shall be
given, upon request, an occasion to be heard
so az to decide whether tr reveke or confira
the decision or dispostion in questica.

Japan
(MTN.GNG/NG11/M/17 and 43}

- Parties who have not infringed any IPR but
nonetheless have been the subject of
provisional seasures on the false ground of
infringesent shall be entitled to clais
conpensation for the dasage caused by such
seasures. Participants shall provide for the
provision of security with a view to
compensating such a daeage.
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{4) CIVIL REMEDIES FOR INFRINGEMENT

(a) GENERAL

Corresponding Provisions of Existing

Internaticnal Treaties

{b) INJUNCTIONS

Corresponding Provisions of Existing
International Treaties

United States
(ATN.GNG/NG11/N/14/Rev.1)

- See Af13) above.

India
{MTN.GNG/NE11/W/40)

- See A(13) above.

United States
(MTN.GNG/NG11/W/14/Rev. 1)

- Final injunctions sust be available.

India
(MTN.GNG/NG11/H/40)



Eurcpean Coseunities
{MTN.GNG/NB11/0/31)

- See A(13) above.

Canada
(MTN.GNG/NG11/W/42)

- See A{13) above.

European Comeunities
(MTN.ENG/NGL1/4/31)

- Where the judicial autherities are satisfied

that an infringeeent of an IPR has been or is

about to be coamitted they shall be entitled,
upon request and irrespective of whether the
defendant has acted with intent or negligence,
to issue an order that the infringesent be
refrained from or discontinuad.

Canada
(MTN.ENG/NB11/W/42)

[Final injunctions should be available.]
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Japan
(MTN.GN6/NBL1/H/17 ang 43)

- IPR holders shall be provided with at least
the following civil judicial remedies.
Resedies shall be adequately ensured according
to the type of the right and the seriousness
of the infringement in question.
Adeinistrative procedures shall be subject to
equivalent principles.

Japan
{MTN.GNG/NGI1/W/17 and 43)

- Stopping or preventing of the infringement
of IPRs.
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14) CIVIL REMEDIES FOR INFRINGEMENT (contd.)

(c) SEIZURE, FORFEITURE, DESTRUCTION

Corresponding Provisions of Existing
International Treaties

Articles 9 and 10 of the Paris Convention

provide for resedies in respect of goods
unlawfully bearing trademarks o trade names
or in connection with which a false indication
of source has been directly cr indirectly
used. Certain of these remedies concern
action at the border; for details see
Section C (B) below. Other reasdies concern
action in the country. The goods in question
eust be seized in the country, whether it is
the country in which the unlawful affixation
toek place or country into which the goods
have been isported. If the country's
legislation does not perait such seizure,
then, until such time as the legislation is
spdified accordingly, these measures shzll be
replaced bv the actions and resedies available
in such cases to nationals under the law of
that country.

The Madrid Aqreement (Indications of
Source) contains a sieilar hierarchy of
resedies, with the additional requireaent
that, in the absence of special sanctions
ensuring the prevention of false or misleading
indications of scurce, the sanctions provided
by the corresponding stipulations of the laws
relating to tradesarks or trade nases shall be
applicable {Article 1).

The remedy provided for in the Berne
Convention is liability to seizure
{Articles 13{3) and 16).

United States
(MTN.GNG/NG11/W/14/Rev. 1)}

- Reeedies for infringement of IPRs shall
include seizure, forfeiture, destruction, and
reaocval from comsercial channels of infringing
goods, or other effective action as may be
appropriate.

India
INTN.GNG/NG11/W/40)




European Communities
(MTN.GNG/NG11/W/31)

- Where an IPR has been found to be infringed,
the right holder can, in accordance with the
relevant provisiens of national law and where
this would not be out of proportion to the
infringeaent in question, for exasple in cases
of deliberate and flagrant infringements of an
IPR, request that the infringing goods,
including materials and implesents
predosinantly used in their creation, be,
without compensation of any sort, forfeited,
and destroyed or disposed of outside the
channels of coaserce in such a manner as fe
miniaize any haram caused to him, or that, as
applicatle, any other seasures be taken having
the effect of effectively depriving those
responsible for the infringement of the
economic benefits of their activity and
constituting an effective deterrent to further
activities of the sase kind.

Canada
(NTN. GNG/NG11/H/42)

[Reaedies for the infringesent of IPRs should
include the possibility of seizure, forfeiture,
destructicn and resovsl froe comsercial
cthannels of infringing gocds. Reaedies should
also include the possibility of seizure,
forfeiture or destruction of any device
specifically used for the productien of
infringing goods.}
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Japan
(MTN.ENG/NG11/H/17 and 43)

- Remedies to stop or prevent the infringement
of IPRs shall include such measures as
destruction of things which have censtituted
the infringeeent and removal of facilities
which were used for the infringemsent.
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{4) CIVIL REMEDIES FOR INFRINGEMENT (contd.)

(d) DAMAGES AND RECOVERY OF €QSTS

Corresponding Provisions of Existing United States
International Treaties (MTN.GNG/NG11/W/14/Rev. 1)

- Monetary awards adequate to compensate fully
swners of IPRs eust be available. In
appropriate cases, this should include
provision of statutory dasages.

India
(MTN.GNG/NG11/W/40)



European Comsunities
(MTN.GNG/NG11/UW/31)

- The right holder shall be entitled to ocbtain
from the infringer adeguate compensation of
the injury he has suffered because of a
deliberate or negligent infringesent of his
IPR and to recover the costs reasonably
incurred in the proceedings. The coapensation
aay, in particular, consist of the restitution
as far as possible of the situation as it
existed prior to the infringeaent and of the
recovery in appropriate cases of the profits
resulting froa the infringesent. In
appropriate cases recovery of profits may be
granted even where the infringer has not acted
intentionally or negligently.

Canada
(MTN.GNG/NG11/K/42)

[In addition to the damages provided in A{13),
right holders should be entitled to recover
costs reasonably incurred ir the proceedings
involving counterfeiting or piracy or
proceedings where the relevant good has been
previcusly held on the merits to infringe an
IPR.1
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Japan
(MTN.GNG/RG11/N/1T and 43)

~ Signatories may provide for provisions in
which the amount of profit gained by the
infringer shall be presueed to be the asount
of damage sustained by the right helder, or in
which the right holder aay claim the aspunt of
aocney normally obtainable for the working of
the rights, as the asount of such damsage.
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(5) CRIMINAL SANCTIONS

Corresponding provisions of exist;nq United States
international treaties (MTN.GNG/NB11/W/14/Rev. 1)

- Criainal resedies shall include seizure of
infringing goods, materials and implements used

in their creation, and forfeiture of such
articles, imprisonment, and sonetary fines.

India
{MTN.GNS/NG11/4/40)

See A{1) above.

(6) INDEMNIFICATION OF DEFENDANT

Corresponding provisions of existing
international treaties

United States
{MTN.GNG/NB11/W/164/Rev. 1)

- Parties shall make resedies available to
provide indemnification in appropriate cases of
persons wrongfully enjoined or restrained.

India
{MTN.GNG/NG11/4/40)




European Coasunities
{MTN.GNG/NG13/H/31)

- Such resedies shall include imprisonsent and
eonetary fines sufficient to provide an

effective deterrent.

Canada
{MTN.GNG/NG11/W/42)

{Criminal remedies with respect to counterfeit
and pirated goods should include imprisonaent
and monetary fines. They should alse include
the possibility of seizure and forfeiture of
ceunterfeit and priated goods and any plate,
cast, mold or sistlar device used in their
creation.]

European Coasunities
(MTN.GNG/NEI1/N/31)

- Parties wrongfully enjoined or restrained by
any civil judicial aeasures taken for the
purpose of enforcing IPRs shall be entitled to
claim adequate compensation of the injury
suffered because of an abuse of enforceaent
procedyres and to recover the cests reasonably
incurred in the proceedings. Signatories aay
provide for the possibility that these parties
eay in appropriate cases claim cospensation
froe the authorities.

Canada
{KTN.GNG/NE11/UH/42)

{Parties wrongfully enjoined or restrained
should be entitled to claim adequate
compansation for the injury suffered and to
recover the costs reasonably incurred in the
proceedings. Signatories should previde for
the possibility that these parties may, in
appropriate cases, claim compensation from the
authorities where such autherities have
initiated the proceedings.]
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Japan
(MTN.GNG/NG11/H/17 and 43)

- Signatories shall regard the act of the
infringeaent of patents, trademarks, designs,
copyright, neighbouring rigats,
seai-conductor integrated circuit layout
right as constituting criminal act and shall
establish provisions for criminal sanctions,
including imprisonment or fine, against such
act.

- Where deesed necessary and so long as it
does not infringe the legitimate interest of
a third party, such provision shall provide
for a confiscation of goods which have
constituted a criminal act infringing
intellectual property rights, goeds xhich
were used or intended to be used for such an
act, qoods arising from or acquired by such
an act or goods acquired as a reward of such
an act.

Japan
{MTN.GNG6/NG11/%/17 and 43)

- See A{l10) above.
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c. SPECIAL REQUIREMENTS RELATED TO BORDER MEASURES

{1) BGENERAL REQUIREMENT

Corresponding Provisions of Fxisting United States
International Treaties {MTN.GNG/ME11/H/14/Rev.1)

- Signatories shall provide seans to initiate
procedures to enforce IPRs against isported
infringing goods before they are released from
the jurisdiction of the custoss authorities.
It is left to each signatery to determine if
the means are judicial or adeinistrative in
nature.

India
(MTN.GNG/NG11/W/40)

{See proposal on trade in counterfeit goods
(MTN.GNG/NG11/H/61).}



Eurcpean Comsunities
(MTN.GNG/NB11/8/31)

- Signatories shall establish procedures
according to which a right holder, whe has
valid grounds for suspecting that the
ieportation of counterfeit goods is
contemplated, may lodge an application in
writing with the cospetent authorities for the
suspension by the custoas authorities of the
release into free circulation of such goods.

- For meabers of a custoas union, the tere
*border® is understood to apply to their
border to countries or areas which are not
part of the union, and the tera "territory® is
understood as the custoas territory of the
union.

Canada
MTN.GNG/NGI1/W/42

- There should be interim procedures: ia) to
allow the courts to direct customs authorities
to detain counterfeit or pirated goods, or

{b) to allow interie detention by custoas of
such itess, subject to appropriate safequards.
Such seasures should not be applied in a
manner which would constitute a disgquised
restriction on international trade.

{Signatories should provide for interia
judicial measures to allew the courts to
direct custoss authorities to detain
counterfeit or pirated goods or they should
provide for interim detention by custoss as
provided by this section. Signatories say
also provide for the detention or prohibition
of other types ¢f infringing goods.

Ary procedure to allow custoes authorities to
detain or prohibit any type of infringing good
without a court order should confors to the
rules set out in this section.

Where signatories allow the right helder to
initiate detention, they chould establish
procedures according to which a right helder
g3y lodge an application in writing with
cospetent authorities for the suspension by
the customs of the release into free
circulation of suspected counterfeit or
pirated goods.]
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Japan
(MTN.GNG/NG11/N/17 and 43)

- Japan calls for the establisheent and
impleaentation of procedures at the domestic
and border levels according to the type of
IPR. It has indicated its intention to make
specific proposals at the 30 October -

3 November meeting of the Group.
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{2) COVERAGE

{a) OF IPRS

Corresponding Provisions of Existing
International Treaties

Paris Conventicn: Goods unlawfully
bearing protected trademarks or trade naaes or
in connection with which a false indication of
the source of the goods ¢r the identity of the
producer, manufacturer or serchant has been
directly or indirectly used {Articles 9(1) and
1041,

Madrid Agreeaent (Indications of Source):
Goods having a false or deceptive indication
by which ene of the mesber States, or a place
therein, is directly or indirectly indicated
as being the country or place of origin
{Article 1),

- All IPRs

(MTN.BNG/NGI1/W/14/Rev. 1)

India
{MTN.GNG/NG11/W/40)



European Communities
(MTN.ENG/NG11/M/31)

- Counterfeit goods which for the purpose of
this section are understood to be those bearing
without authorization 2 trademark which is
identical fo a tradesark validly registered in
respect of such goods in or for the signatery
in the territory of which the goods are
declared for iamportation, or which cannot be
distinguished in its essential aspects from
such a trademark. - Signatories asy establish
procedures concerning any goods which,

prima facie, infringe any other IPR. - As the
neqotiations progress, the Comsunity will, in
addition to its present suggestions, wish to
examine the possibility of going beyond the
proposed minisue requiresent for interventien
by customs authorities, in particular in order
to explore the possibilily of infroducing 3
coesitrent that parties adopt procedures in
accordance with which custoss authorities could
detain goods infringing any IPR. In
implesenting such a cosmiteent, allowance would
be made for differences in national legal
systees, including the relationship between
courts and customs, as well as differences
between IPRs,

Canada
(MTN.GNG/NB11/W/42)

[Counterfeit trademark goods and pirated
copyright goods.

Definitions

COUNTERFEIT 600DS should gean -

any goods, including packaging, bearing
without authorisation a tradesark which is
identical to the tradesark validly registered
in respect of such goods, or iiich cannot be
distinguished in its essential aspects fres
such a trademark and which thereby infringes
the rights of the owner of the trademark in
questicn under the legislation of the country
of importation.

PIRATED 6G0DS should mean -any goods which are
copies made without the censent of the rights
holder or person duly authorised by hia in the
country of production and which are made
directly or indirectly from an article where
the eaking of that copy constitutes an
infringeeent of a copyright under legislation
in the courtry of importation.}
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Japan
{MTN.ENG/NGL1/W/17 and 43)

- See C(1) above.
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(2) COVERABE (contd.!)

(b} OF ACTS INVOLVING THOSE IPRS

Corresponding Provisions of Existing
Internaticnal Treaties

The Paris_Conventicn and Madrid Agreee=nt

{Indications of Source) provide for the
application of measures against impcrtation.
Goods in transit are excluded froa any
obligation to effect seizure.

The Phonograss Convention provides for
protection against the ieportation of
duplicates of phencgrass sade without the
consent of the p.uducer if it is done for the
purpose of distribution to the public (Article
2.

United States
(MTN.GNG/NGE1/N/14/Rev. 1)

- Importation of infringing goods.

- Procedures shall also apply to goods in
transit provided that they cover goods
infringing an IPR of the country through which
the qoods were being shipped.

India
(NTN.GNG/NGI1/W/40)



European Comsunities
(HTN.GNG/NG1T/H/31)

- laportaticn of counterfeit geods.

- Where goods have been put on the dosestic
sarket or the market of a third country with
the consent of the right holder, the fact that
he has not agreed that the goeds are imported
or reisported, or that they are imported under
conditions other than those agreed by hia,
shall not be sufficient reasen for direct
border intervention.

- Signatories may provide for coiresponding
procedures concerning the suspension by the
custors authorities of the release of
counterfeit gouds destined for exportation
from their territory.

- The provisions shall not applvy to small
quantities of goeds of a non-comsercial nature
contained in travellers' personal luggage or
sent in seall consigneents.

Canada
(MTN.ENE/NEI1/W/42)

[Isportation of counterfeit trdesark goods or
pirated copyright goods.

For greater certainty, contracting parties
83y, but are not required to, have border
seasures for goods that have been put on the
domestic market or the aarket of a third
country with the censent of the right holder.

The provisions should not apply to ssall
quantities of goods of a noncommercial nature
contained, for exasple, in travellers'
personal luggage.]
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Japan
(MTN.GNG/NG11/W/17 and 43)
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{3) GTANDING TO INITIATE PROCEDURES

Corresponding Provisions of Existing
International Treaties

For Paris Convention, see Section B (2)
above.

Under the Madrid Agreement (Indications
of Source), seizure takes place at the
instance of the custoas authorities, which
eust imsediately inform the interested party,
whether an individual person or a legal
entity, in order that such party aay, if he so
desires, tske appropriate steps in connection
with the seizure effected as a conservatory
measure. However, the public prosecutor or
any other competent authority may desand
seizure either at the request of the injured
party or ex officio; the procedure will then
follow its noraal course (Article 2(1)j.

United States
(MTN.GNG/NGE1/W/14/Rev.1)

- Owners of IPRs and other persons authorized
by the owner and having legal standing.

- Seizure of goods at the border by cospetent
authorities may be either ex officic,

sua sponte or at the request of the rights
holder when the cospetent authorities are
satisfied that imported goods infringe an IPR.

India
(MTN.GNG/NB11/WH/40)



Eurcpean Cosaunities
(MTN.GNG/NGI1/W/31)

- Right holder. The tera "right holder" means
the right helder himself, any other person
authorized by him or persons having legal
standing under national law to assert such
rights.

- Signatories may require customs authorities
to act upon their own initiative and to
suspend the release of goods falling under (2)
above where they have acquired a sufficient
degree of certainty that an IPR is being
infringed. In this case, the custoes
authorities may at any time seek froa the
right hoider any inforeation that eay assist
thee to exercise these powers.

Canada
(HTN.SNG/NSI!/H!@E)

{See above, C{l}, re. right holders.

Signatories may require custoas authorities to
act upon their cwn initiative and to suspend
the relezse of goods where they have a
sufficient degree of certainty that an IPR is
being infringed. Such detention should be
subject to the same conditions,

sutatis autandis, as set out in C(5) below.]
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Japan
(MTN.GNG/NG11/W/17 and 43)
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{4) REQUIREMENTS FOR INITIATION OF
PROCEDURES BY IPR OWNERS

(a) APPLICATION

Cerresponding Provisions of Evisting
International Treaties

Articles 9 and 10 of the Paris Conventicn
provide for seizure at the request of an
interested party. The Madrid Agreesent
{Indications of Scurce), while providing that
the public prosecutor or any other compefent
authority may desand seizure either ex officio
or at the request of the injured party, does not
provide for seizure to take place at the
request of an interested party (Article 2{(1)),

{b) INFORMATION TO BE PROVIDED

Corresponding Provisions of Existing
Internaticnal Treaties

United States
(MTR.GNG/NGL1/W/14/Rev. 1)

- A party initiating the procedures must
address hisself to an authority which sust be
designated for this purpose by each
signatory.

India
(MTN.GNG/NG11/8/40)

United States
{MTN.GNE/NB11/W/14/Rev. 1)}

- The person initiating the procedures shall
be required to present adequate evidence of
the right to pretection in accordance with the
relevant laws of the country of importation.

India
(MTN.ENG/NG11/W/40)




Eurcpean Coamunities
(MTN.GNG/NG11/HW/31)

- A right holder, who has valid grounds for
suspecting that the ieportation of counterfeit
goods is conteaplated, may lodge an
application in writing with the coampetent
authorities.

Canada
{MTN.ENG/NG11/W/42)

See above, C{l), paragraph 1.

Eurcpean Coamunities
(MTH.GHE/NG11/N/31)

- The application sust be accompanied by procf
that the appiicant is the right hclder. It
pust contain all pertinent infereation
availabie to the applicant to enable the
compeient authority to act in full knowledge
of the facts, and a sufficiently detailed
description of the goods to enable thes to be
recognized. by the custoes authorities.

The applicant say also be required to supply
any other inforeation necessary for the
identification of the goods concerned. The
application must specify the lemgth of period
for which the custoas authorities are requested
to take action.

Canada
(MTN.BNG/NB11/W/42)

[The application should be accompanied by proof
that the applicant is the right holder or duly
authorised person. It should contain all
pertinent inforaation available to the
appiicant to enable the coapetent authority to
act in full knowledge of the facts, and a
sufficiently detailed description of the goods
to enable these to be receqnised hy the custoses
authorities. The applicant may also be
required to supply any other information
available to him necessary for the
identification of the goods concerned.]
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Japan
(MTN.GNB/NEL1/8/17 and 43)

Japan
(MTN.GNG/NG11/W/17 and 43)
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{4) REQUIREMENTS FOR INITIATION OF
PROCEDURES BY IPR OWNERS (contd.)

{c) PROVISION OF SECURITY

Correspending Provisions of Existing United States
Internaticnal Treaties (MTN.GNG/NB11/W/14/Rev. 1)

- In order to prevent abuse of berder
enforceaent measures, signatories may require a
rights owner to provide security up to an
amount sufficient to hold the authorities and
tmporter haraless from loss or damage

resulting from detention where the goods are
subsequently deteramined not to be infringing.
However, such securities shall nct

unreasonably deter recourse to such

procedures.

India
(MTN.GNG/NG11/KW/40)



Eu-opean Cosmunities
(HTN.GNG/NG11/8/31)

- Signatories may require a right holder who
has ledged an application to provide a
security. Such a security or equivalent
assurance shall be required in the context of
procedures other than those relating to
counterfeit goods.

Canada
{MTN.GNG/NG11/W/42)

[Signatories may require a right holder to
provide security up to an amount sufficient to
hold the authorities and importer harsless

from loss or dasage resulting from detention
where the goods are subsequently detersined

not to be infringing or where the right

holder, after being informed of the
detention, does not prosptly infora the custoss
authorities that he does not intend to refer
the matter to the competent authority for a
decision on the merits or provisional aeasures.
However, such securities shall not unreasonably
deter recourse to such procedures.

Right holders should be liable to indesnify
isporters for goods wrongfully detained at
their request regardless of whether the right
holder has provided 3 security.]
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Japan
{MTN.GNG/NG11/N/1T and 43)
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(S) CONDITIONS ON DETENTION GF 600DS
BY CUSTOMS

Corresponding Provisions of Existing
International Treaties

The Madrid Agqreement (Indications of
Source) requires that, where seizure takes
place at the instance of custoes authorities,
they aust immediately inform the interested
party, whether an individual person or legal
entity, in order that such party eay, if he so
desires, take appropriate steps in connection
with the seizure effected as a conservatory
measure, If seizure is desanded by the public
presecutor or any other competent authority,
the Madrid Agreeaent provides that the
procedure will then follow its roreal course
(Article 2i1)).

United States
{MTN.GNG/NGI1/W/14/Rev. 1)

- When the cospetent authorities have reason to
believe imported goods may be infringing, they

shall detain such goods pending a deteraination
whether the goods are infringing.

India
{MTN,GNG/NG11/W/40)




Euiropean Communities
(MTN.GNG/NG11/N/31)

- If, within two weeks following the
notification of the suspension of the release
of guods in response to an application by a
right holder, the customs authorities have not
been inforaed that the smatter has been
referrad to the authority competent to take a
decision on the merits of the case, or that the
duly empowered authority has taken
provisional measures, the goods shall be
released, provided that all other conditions
for importation or exportation have been
coaplied with. In exceptional cases, the
above time-lieit may be extended by another
two weeks.

Canada
(NTN.GNG/NB11/W/42)

[If, within a reasonable time as set by
legislation following the notification of the
suspension of the release of goods in response
to an application by a right holder, the
customs autherities have not been inforaed
either that the satter has been referred to
the authority coapetent to take a decicion on
the merits of the case or that the duly
eapowered authority has taken provisional
seasures, the goods should be released,
provided that all other conditicns for
importation or exportation have been cosplied
with,

Unless a court of appeal has made a decision
affirming detention, seizure or prohibition by
custoas, goods should be released if any
internal court or authority acting upen
similar facts decides that the products are
not infringing.l
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Japan
(MTN.ENG/NG11/M/17 and 43)
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(&) INSPECTION OF DETAINED FRODUCT RY RIGHT

HOLDER
Cerresponding Provisions of Existing United States
International Treaties {MTN.GNG/NG11/W/14/Rev. 1)

India
{MTN.GNG/NG11/W/40)

{7} RELERSE OF INFORMATION CONCERNING OTHER
PARTIES TO THE TRANSACTION

Corresponding Provisions of Existing United States
International Treaties (MTN.GNG/NGE1/N/14/Rev. 1)
India

(MTN.GNE/NG11/H/40)



Eurcpean Communities
(MTN.BNG/NB11/W/31)

- Without prejudice to the protection of
confidential information, the right holder
shall be given sufficient opportunity to
inspect any product detained by the custoss
authorities in order to substantiate his
claiss.

Canada
(MTN.GNG/NG11/W/42)

Eurcpean Coseunities
(MTN.GNG/NGI1/W/31)

- Unless this would be contrary to provisiens
of national law, the customs authorities shall
infora the right holder, upon request, of the
names and addresses of the consigner,
isporter, consignee and of the quantity of the
goods in questien.

Canada
(MTN.GNG/NGL1/¥/42)
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Japan
(MTN.GN6/NG11/H/17 and 43)

Japan
(MTN.GNE/NG11/8/17 and 43)
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(8) REMEDY

Corresponding Provisions of Existing United States

Internaticnal Treaties (MTN.GNE/NB11/H/14/Rev. 1)
In regard to goods unlawfully bearing - See Bl4) above.

protected tradeaarks or trade names or in
connection with which a false indication of
source has been directly or indirectly used,
the Paris Convention contains an obligation to
seize them on importatien if a country's
legislation persits such seizure. If this is
not the case, the country in question must
replace this by prohibition of importation or
seizure inside the country. However, the
Paris Convention allows that even these
replacesent measures might not exist and, if
this is the case, until such time as the
legislation of a country is modified
accordingly, these replacesent measures shall
be substituted by the actions and reaedies
available in such cases to nationals under the
Yaw of such country (Articles 9 and 10).

The Madrid Aqreesent (Indications of India
Source) contains 3 similar hierarchy of (MTN.GNG/NG11/K/40)

reaedies, with the additional requirement that
in the absence of any special sancticns
ensuring the prevention of false or misleading
indications of source, the sanctions provided
by the corresponding stipulations of the laws
relating to marks or trade names shall be
applicable (Article 1).



European Coamunities
(MTN.GNG/NBI1/N/31)

~ Where the action is initiated-by an
applicatien from a right holder:

Without prejudice to the other rights of
action open to the right holder, and subject to
the right of the defendant to lodge an appeal
to the judicial authorities, the competent
authorities shall, as a general rule and in
accordance with the relevant provisions of
naticnal law, and where this would not be out
of proportion to the infringesent in question,
provide for the forfeiture of the infringing
goods and destroy them or dispose of thea
outside the channels of cosmerce in such 3 way
as to ainieize hars to the right holder without
cospensation of any sort. They may in respect
of such goods take any other measures having
the effect of effectively depriving those
responsible for the infringement of the
econoaic benefits of their activity and
constituting an effective deterrent to further
activities of the same kind. Other than in
exceptional cases, with regard to counterfeit
gouds the simple removal of the trademarks
affixed without authorization shall not be
regarded as having such effect. The
autherities shall net order the re-exportation
of the goods in an unaltered state or subject
thea to a different custoas precedure.

- Where the action is initiated by custoss on
their own initiative:

Without prejudice to the other rights of action
cpen to the right holder and subject to the
right of the defendant to lodge an appeal to
the competent judicial authorities, signatories
shall, where this would not be ocut of
preportion to the infringement in question, for
example in cases of deliberate and flagrant
infringesents, provide for the forfeiture of
the goods thus detained by the custoas
authorities and for their destruction or
disposal outside the channels of coseerce in
such a ranner as to minimize hars to the right
holder.

Canada
(NTN.GNG/NE11/K/42)

- See B(4) above.
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Japan
(MTN.GNG/NG11/W/17 and 43)

- See B(4) above.
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D. ACRUISITIAON OF IPRS

{1} DURATION OF FROCEDURE

Carresponding Frovisions of Exjsting Untted States
International Treaties {MTN.ENG/NG11/H/14/Rev. 1)
India
(MTN.GNG/NG11/W/40?

{2} INTER-PARTES PROCEDURES

Cerresponding Provisions of Existing United States
International Treaties {MTN.SNG/NG11/H/14/Rev.1)

Article bpis of the Paris Conventicn
provides for rules on gpposition procedures in
regard to well-known marks.

{MTN.GNG/NG11/H/40)



European Comeunities
(MTN.GNG/NG11/K/31)

- khere the acquisition of an IPR covered by
this Agreesent is subject to the IPR being
granted or registered, signatories shall
provide for procedures which pereit, subject
to the substantive conditions for acquiring
the IPR being fulfilled, the granting er
registration of the right within a reasonable
pericd of time so as to avoid that the period
of protection is unduly curtailed.

Canada
(HTN.GNG/NB11/W/42)

European Coeaunities
(MTN.GNG/NG11/4W/31)

- Where the national law provides for
opposition, revocation, cancellation or sieilar
inter-partes procedures, they shall take into
account the legitimate interests of the
applicant or holder of an IPR, in particular in
an expeditiovs conclusion of such proceedings,
as well as the interests of the other party, in
particular in presenting its side of the case.

Canada
(MTN.GNG/NG11/4W/42)
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Japan
{MTN.SNG/NG11/W/17 and 43)

Japan
{MTN.GNG/NG11/W/17 and 43)



MTN.GNG/NG11/W/33/Rev. 1
Page 72

(3) RIGHT OF APPEAL

Correspending Provisions of Existing United States
International Treaties (MTN.GNG/NG11/W/14/Rev. 1)

- Signatories shall provide the right of
judicial review of initial judicial decisions
on the rerits of a case and final
administrative decisions on the merits of a
case in disputes arising in connecticn with
the cbtaining, eaintaining er enforcing of

IPRs.
(MTN.GNG/NG11/W/40)
{4) OTHER GENERAL PRINCIPLES
Corresponding Provisions of Existing United States
International Treaties {MTN.GNG/NG11/8/14/Rev.1)
India

(MTN.GNG/NE11/H/40)



Eurcpean Coasunities
(MTN.GNB/NG11/W/31)

- Final adeinistrative decisions concerning the
acquisition of an IPR shail be subject to the
right of appeal in a court of law or
quasi-judicial body.

Canada
(MTN.GNG/NG11/U/42)

European Comsunities
{MTN.GNG/NG11/W/31)

- Procedures concerning the acquisition of IPRs
shall be governed by the general principles set
out in Section A at {3), (4) (first indent) and
{10} (first indent).

Canada
(MTN.GNB/NG11/4/42)
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Japan
{HTN.GNG/NGI1/N/17 and 43)

Japan
(MIN.GNG/N611/M/17 and 43)



