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1. At its meeting of 11-12 May 1989, the Negotiating Group requested the
secretariat to prepare a synoptic table setting out in a comparative manner
the proposals tabled in the Group on enforcement of trade-related
intellectual property rights and corresponding provisions of existing
international treaties. The synoptic table contained in this note has been
prepared in response to the request made by the Group at its meeting of 11,
12 and 14 December 1989 to the secretariat to prepare a final version of
the table. It takee into account the specific proposals circulated by
delegations until the end of 1989.

2, The various proposals and the corresponding existing intermational
rules on enforcement do not share a common structure. In the attached
synoptic table they have been structured in three main sections. Section
A, General obligations, concerns proposed obligations that unless otherwise
stated would apply to enforcement procedures and remedies generally,
whether internal or at the border. Section B, Internal measures, concerns
enforcement procedures and remedies that apply to the internal production,
sale, distribution, etc. of infringing goods. Such measures would apply to
the internal sale, etc. of both domestically-produced and imported goods.
In some proposals, it is stated that these "internal" procedures should
also be aveilable against the importation and maybe exportation of goods.
Section C, Special requirements related to border measures, concerns
special provisions which have as their basic purpose providing for action
against the importation (possibly exportation and transit) of infringing
goods prior to their clearance through the customs authorities.

3. Previous versions of the synoptic table also included a section D
which concerned proposed obligations regarding the acquisition of IPRs.
Since certain participants have chosen to put forward their proposals under
this matter in connection with enforcement and others in connection with
standards and principles, the suggestions on this matter have been brought
together in a separate synoptic table (to be issued as document
MIN.GNG/NG11/W/65). They are thus not reproduced in the present note.
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4. Under each main heading, a number of sub-headings have been employed.
It should be noted that these headings and sub-headings do not generally
appear in the proposals or in existing international treaties; they have
been used solely with a view to assisting the user of the synoptic table
and have no standing beyond that.

5. The synoptic table attached to this note is thus organized as follows:

Page
A.  GENERAL
(1) Objectives and general considerations 8
(2) Types of procedures to be provided 12
(3) Procedures, general requirements 14
(4) Assurance of equitable procedures 16
(5) Rights of representation/presentation 20
of evidence
(6) Access to information 22
(7) Treatment of confidential information 24
(8) Facilitation of the obtaining of evidence 26
(9) Consequences of failure to provide 28
information
(10) Avoidance of barriers to legitimate trade 30
(11) National treatment 32
(12) Most-favoured-nation treatment/non-discrimination 34
(13) Remedies and sanctions 36
(14) Right of judicial review/appeal 38
B. INTERNAL PROCEDURES
(1) Coverage 40
(2) Standing to initiate procedures 42
(3) Provisional measures &4
(4) Civil remedies for infringement 52
(5) Criminal sanctions 58
(6) Indemnification of defendant and others 60
c. SPECTAL REQUIREMENTS RELATED TO
BCRDER MEASURES
(1) General requirement : 62
(2) Coverage 64
(3) Standing to initiate procedures 68
(4) Requirements for initiation of procedures 70
by IPR holders
(5) Conditions on detention of goods 76
(6) Procedures after detention of goods 78
(7) Release of information concerning other 78

parties to the tramsaction
(8) Remedy 80



MTN.GNG/NG11/W/33/Rev.2
Page 3

6. It should be noted that in some cases a general obligation described
in Section A is smplified in Sections B and C. For example, the proposed
general objective and obligations concerning the avoidance of barriers to
legitimate trade in A(1l) and A(10) are dealt with more specifically in some
parts of Sections B and C, including B(3) (conditions on provisional
measures and indemnification of defendant), B(6) (indemnification of
defendant), C(2)(b) (concerning parallel imports), C(4) (requirements for
initiation of procedures by IPR holders) and C(S5) (conditions on detention .
of goods by customs), as well as in other parts of Section A, such as A(4)
(assurance of equitable procedures), A(10) (national treatment), A(ll) (mfn
treatment/non-discrimination) and A(12) (right of judicial review).

7. The first column in each table sets out the provisions of existing
international treaties corresponding to the proposals made. The following
points about the scope of the information contained in this column should
be borne in mind:

- Only the provisions of multilateral treaties have been included.
Regional or bilateral treaties have not been referred to.

- The information given refers to the most recent revision of the treaty
in question.

- In order to enable the information to be presented synoptically, it
has been necessary in many instances to present the existing
provisions of international treaties in summary form. References have
been included to the articles of the treaties in question where the
full text of existing international standards can be found.

8. Information on provisions of existing international treaties relevant
to enforcement can be found in the document prepared by the International
Bureau of WIPO on the Existence, Scope and Form of Generally
Internationally Accepted and Applied Standards/Norms for the Protection of
Intellectual Property (MTN.GNG/NG11/W/24/Rev.l) under Section (8) of each
of the parts dealing with different types of intellectual property right.
This document also contains information on model legislations prepared by
WIPO, the activities of WIPO and national policies and practices.
Information can also be found in the note by the GATT secretariat on
Provisions on Enforcement in International Agreements on Intellectual
Property Rights (MTN.GNG/NG11l/W/18).

9. The other three columns of the synoptic table set out the specific
proposals by the United States (MTN.GNG/NG11/W/1l4/Rev.l), the European
Communities (MTN.GNG/NG1l1/W/31), Japan (MTN.GNG/NG11/W/43 and Add.1l), India
(MTN.GNG/NG11/W/40), Canada (MTN.GNG/NG11/W/42), the Republic of Korea
(MTN.GNG/NG11/W/48), Australia (MIN.GNG/NG11/W/53), Hong Kong
(MTN.GNG/NG11/W/54), Brazil (MTN.GNG/NG1l1l/W/57) and the Nordic countries
(MTN.GNG/NG11/W/58). To avoid confusion, the language in these proposals
has been standardized so that "signatories® refer to signatory governments
of the prcposed agreement and "parties” refer to private parties to an
enforcement proceeding.
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10. In regard to the Indian proposal, it should be noted that this is
limited to internal enforcement of intellectual property rights. The
Indian proposals on enforcement at the border have been presented under the
agenda item on trade in counterfeit goods, in document MIN.GNG/NG11l/W/41.
The Canadian proposal contains two main parts: a set of basic principles;
and an annex containing Canada’s more detailed views on the specific issues
covered in the synoptic table, submitted inter alia to assist the
Negotiating Group in addressing the level of detail appropriate for
enforcement provisions. The proposed basic principles are reproduced
without square brackets, whereas the more detailed views are those within
square brackets.

11. In addition to the proposals listed, it is recalled that a number of
other suggestions, not amenable to presentation in the synoptic table, have
been made relevant to enforcement, including those presented in writing by
Thailand (MTN.GNG/NG11/W/27), Switzerland (MTN.GNG/NG11/W/44) and Mexico
(MTN.GNG/NG11/W/60). The proposal by Austria (MIN.GNG/NG11/W/62) is not
reflected in the table since it was received too late to be taken into
account. It should also be noted that the synoptic table does not reflect
suggestions made under the agenda item on trade in counterfeit goods, for
example those contained in documents MTN.GNG/NG1l/W/9 (Draft Agreement to
Discourige the Importation of Counterfeit Goods), MTN.GNG/NG1l1l/W/1ll (by
Brazil)™, MTN.GNG/NG11/W/28 (by Mexico), MTN.GNG/NG11/W/41l (by India), Peru
(MTN.GNG/NG11/W/45) and Mexico (MTN.GNG/NG11/W/60).

12. The Thai paper (W/27) urges that the following elements should be
incorporated into the enforcement mechanism contemplated:

- The enforcement procedures should lead to further liberalisation.
They should not themselves become barriers or means of harassment of
legitimate trade or lead to excessive protection that obstructs
technology transfer.

- The procedures should reflect the genuine intention and obligations of
individual contracting parties to provide due process of law.
However, this does not imply that harmonisation of national laws is
required.

- The procedures should afford the maximum degree of transparency.

1 It will, however, be noted that the content of the Brazilian
suggestion, which is that countries sign the WIPO Madrid Agreement for the
Repression of False or Deceptive Indications of Source on Goods, is
reflected in column one of the synoptic table under "corresponding
provisions of existing international treaties”.
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13. 1In its paper (W/44), Switzerland has highlighted a number of basic
elements which it considers that an agreement on enforcement of IPRs should
contain. These are: comprehensive coverage, including with respect to
criminal sanctions; procedures both at the border and internally;
application of the mfn and national treatment principles to the entire
range of rules on enforcement; strict respect of the general idea of
equality of opportunity for foreign products or right holders; and
general, though fairly ambitious rules, which could be implemented in all
legal systems without introducing elements strange to them.

14, The Mexican paper (W/60) states that each country must have the
essential legal self-determination for the implementation of its
legislation. To that end, the negotiations must not seek to harmonise
national laws but rather to establish agreed general principles to which
participants must gradually adjust. In addition, enforcement measures must
not be incompatible with the GATT.

15. The Austrian paper (W/62) contains a comprehensive proposal on
enforcement, covering internal procedures and remedies, and provisional
measures, including measures at the border.

16. Many participants have, of course, expressed their views orally at
meetings of the Group since the April 1989 TNC decision. These views are
recorded in documents: MTN.GNG/NG11/12, in particular paragraphs 10-22;
MTN.GNG/NG11/13, in particular paragraphs 16-32; MIN.GNG/NG11/15, in
particular paragraphs 24-44; MTN.GNG/NG11/16, in particular paragraphe
65-70; and MIN.GNG/NG11/17, in particular wvaragraphs 51-64.

17. The following are the full titles of the international treaties
referred to in column one of the table:

- Paris Convention for the Protection of Industrial Property (WIPO)
(1883, revised 1900, 1911, 1925, 1934, 1958 and 1967, and amended
1979);

- Madrid Agreement for the Repression of False or Deceptive
Indications of Source on Goods (WIPO) (1891, revised 1911, 1925,
1934 and 1958; Additional Act 1967);

- Lisbon Agreement for the Protection of Appellations of Origin and
Their International Registration (WIPO) (1958, revised 1967, and
amended 1979);

- Treaty on Intallectual Property in respect of Integrated Circuits
(WIPO)(1989); .

2 Not yet in force.
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Berne Convention for the Protection of Literary and Artistic
Works (WIPO) (1886, completed 1896, revised 1208, completed 1914,
revised 1928, 1948, 1967 and 1971, and amended 1979);

Universal Copyright Convention (Unesco) (1952, revised 1971);

Geneva Convention for the Protection of Producers of Phonograms
against Unauthorised Duplication of their Phonograms (WIPO, in
co-operation with ILO and Unesco for matters relating to their
respective fields of competence) (1971);

Brussels Convention Relating to the Distribution of
Programme-Carrying Signals Transmitted by Satellite (Unesco and
WIPO) (1974).
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A. GENERAL OBLIGATIONS
(1) OBJECTIVES AND GENERAL CONSIDERATIONS

Corresponding Provisions of Existing
Tﬁfﬁ?ﬁngﬁﬁig'T?EﬁtTes

Article 10ter of the Paris Convention requires
member States to assure to nationals of other
member States appropriate legal remedies
effectively to repress all the acts referred
to in Article 9 (concerning trademarks and
trade names), Article 10 Sconcernin false
indications of source) and Article 10bis

(concerning unfair competition).

Under the Berne Convention any party to the
Convention undertakes to adopt, in accordance
with its constitution, the measures necessary
to ensure the application of the Convention
which defines, in detail the works to be
protected, the rights to be granted, etc. At
the time when a country deposits its
instrument of ratification or accession, it

must be in a position under its domestic law
to give effect to the provisions of the
Convention {Article 363

Under the Universal Copyright Convention
Contracting State ST IeTaNe Topre provide for
the effective (as well as adequate) protection
of the rights of authors and of other
copyright proprietors (Article I).

The Phonograms Convention requires Contracting
States to protect producers of phonograms
against the making of dupiicates without the
consent of the producer and against the
importation of such duplicates for the purpose
of distribution to the public, and against the
distribution of such duplicates to the public.
The means by which the Eonvention is
implemented are a matter for the domestic law,
but they must include one or more of the
following: protection by means of the grant of
a copyright or other specific right;
protection by means of the law relating to
unfair competition, protection by means of
penal sanctions (Articles 2 and 3).

United States (W/14/Rev.1)

Effective economic deterrent to international

trade in goods and services infringing IPRs
through implementation of in%ernal and border

measures that deprive entitic: trading in
infringing goods and services of the benefits
of such activity.

Effective means of preventing and deterring
infringement of IPRs.

Ensure that measures to enforce IPRs minimize
interference with legitimate trade.

Australia (W/33)

The aim of the enforcement negotiations should
be to sgecify the essential elements which
should be available to enable legitimate
holders of IPRs to enforce those rights. The
specification of such elements should take
account of differences in national legal
syitems, both internally and at customs entry
points.

Measures for the enforcement of IPRs should be
effective in enabling right holders to take
swift action against infringement of their IPRs
but should not be such that they prevent or

restrict legitimate trade. Enforcement
obligations should be framed so as to achieve

the objectives of:

(3) reducing distortions and impediments to
international trade caused by infringement

of IPRs;

(b) discouraging international trade in
counterfeit and pirated goods;

(c) providing greater certainty and
Rredictab111ty in relation to right
olders having access to enforcement

procedures and remedies; and

(d) ensuring that_such procedures and remedies
do not themselves become barriers or

unnecessary obstacles to legitimate trade.



European Communities (W/31)

Provision of effective procedures to protect
IPRs against any act of infringement.

Application of these procedures in such a
manper as to avoid the creation of obstacies to
legitimate trade.

India (W/40)

There should be provision of simple, effective
and adequate internal enforcement precedures to
enable expeditious action against infringement
and to provide reljef to the owners of IPRs.

Canada (W/42)

Procedures tc enforce IPRs should be effective
but should not create unnecessary obstacles to
legitimate trade.

[Signatories should establish measures and
procedures to ensure prompt, effective and
non-discriminatory enforcement of IPRs covered

by this agreement. Such procedures should
n*ﬁimize interference with legitimate trade.]

Hong Kong (W/54)

The objectives of an agreement on minfmum
standards for the enforcemwent of IPRs should be
the creation and maintenance of laws and an
effective framework to deter trade in goods and
services that infringe, without hindering trade
in legitimate goods and services.
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Japan (W/43)

Signatories shall establish procedures for
effective and apBropriate enforcement of IPRs
at domestic and border levels by means of
civil law, criminal law, administrative law or
a combination thereof.

Enforcement measures shall be ensured by
national laws in so much as they meet the
requirements of the general rules and
disciglines vwhich will be the outcome of this
negotiation.

In establishing and implementing enforcement

measures, considerations shall be paid to the
following points:

- differences among various types of IPRs;

- need to ensure that measures taken to
protect IPRs do not become barriers to
Tegitimate trade.

Republic of Korea (W/48)

The administrative and judicial costs of
protecting certain rights vary according to
the development level of administrative and
Judicial systems. Optimum method of
protecting certain rights for a country also
depends on its administrative and cultural
background. Hence, the concrete enforcement
procedures should be decided by individual
countries. In the agreement, only the
general guidelines (e.g. responsible

authorities, the possibility of imprisonment
and fine) which may give concrete directions
for the domestic laws should be listed.

Signatories should provide effective
administrative and judicial procedures to
prohibit the production and the trade of
products infringing IPRs and to compensate

for losses accrued to holders of rights
concerning infringed products.

Signatories should also provide concrete
measures to prevent the above procedures
themselives from becoming barriers to any
legitimate trade.
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(1) OBJECTIVES AND GENERAL CONSIDERATIONS (contd.)

Corresponding Provisions of Existin
Internationa% Treaties

The Brussels Convention (Satellites) requires
that the measures undertaken by member States

to prevent the distribution on or from their

territory of programme-carrying signals be
adequatey(ArtQCIg 2(1)). ying s19

The Treaty on Intellectual Property in
resgect o¥ Inte%ratea Circuits requires each

ontracting Party to secure adequate measures
to ensure the prevention of acts considered
unlawful under the provisions of the Treaty
and agpropriate leqal remedies where such acts
have been committed (Article 3).

Brazii (W/57)

In the area of enforcement of trade-related
jntellectual property rights, it would be
useful to proceed to the examination of means

to_secure the rights and to_respect the
obligatigns of parties involved in trade

transactions related to the protection of
intellectual property rights. For that

purpose, as for_the rights themselves, their
enforcement would be done in the context of the

national legal systems and according to
international agreements, where applicable.

Brazil, while holding the view that the
sovereign right of States to organize their
respective domestic legal systems should be

represented, considers that the subgect of
negotiations on enforcement should be
situations where international commercial
operations involve, in a relevant manner,
aspects of intellectual property rights as, for
example, the case of trade operations subject
to disputes for reasons of intellectual
property.

Internal enforcement of intellectual property
rights is a matter of strict competence of
domestic legisiations. Legal situations

invo1v1n% in a predominant way IPRs should be
dealt with by national laws and international
agreements, where applicable.



Nordics (W/58)

The TRIPS agreement should contain an
obligation for signatories to maintain
procedures for effective enforcement.

The TRIPS agreement should oblige signatories
to ensure that enforcement procedures do not

give rise to obstacles to legitimate trade or
disguised restrictions on international trade.

The provisions should be formslated as general
rules acceptable to different national legal
systems. Formulations refiecting
country-specific features must therefore be
avoided. Signatories must, however, be
prepared to amend national law, leaving their
legal systems basically unchanged.

The provisions should be sufficiently detailed
and specific to guarantee enforcement of the

agreed level and scope of protection of IPRs
and to make multilateral dispute setilement

possible.
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(2) TYPES OF PROCEDURES TO BE PROVIDED

Corresggndinﬁ Provisions of Existing
nternational Ireaties United States (W/14/Rev.l1)

Administrative, judicial or both types of
procedures shall be available to enforce IPRs
both internally and at the border.

India (W/40)

See (A(13)3 below and introduction,
paragraph 9.

Australia (W/53)

Civil and criminal judicial procedures;
administrative civil procedures.

Brazil (W/57)
See A(1) above.



European Communities (W/31)

Signatories shall protect IPRs by means of
civil law, criminal law, administrative law or
a combination thereof.

Canada (W/42)
See A(13) below.

{Signatories should protect IPRs by means of
civil procedures being judicial or

administrative or a combination thereof. In
appropriate circumstances, criminal procedures
should alsc apply.]

Hong Kong (W/5%)

Civil judicial internal procedures;

provisional 2ud1cia1 or_administrative
measures, both internally and at the border;

criminal procedures.

While signatories shéuld be free to decide to
protect IPRs by means of civil, criminal, or

administrative procedures or a combination of
these, in accordance with their national legal

szstems, Hong Kong considers that emphasis
snould rest primarily on civil procedures, as

they appear the most appropriate to protect
private rights.
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Japan (W/43)
See A(1) above.

Republic of Korea (W/48)

Enforcement procedures should be made
available both at the border and internally.

See A(1) above.

Nordics (W/58)

Procedures for internal enforcement should
constitute the main instrument for securing
effective protection. Measures at the border
should, however, be an important complement
for those IPRs which can be subjected to such
procedures.
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(3) PROCEDURES, GENERAL REQUIREMENTS

Corresponding Provisions of Existing
nternat onaa Treaties United States(¥/14/Rev.l)
See A(1) above . Signatories shall designate a competent body

and devote sufficient resources to ensure the
prompt and effective enforcement of IPRs.

India (W/40)

It is on1¥ through their normal administrative
and judicial systems that governments,
particularly of developing countries, are in a
position to provide for enforcement of IPRs.

It shall not be expected of them to allocate
additional resources establishing separate

machinery for the enforcement of IPRs.

See also A(1) above.

Australia (W/53)

Judicial and/or administrative civil

proceedings should not be administratively or

legally complicated, unnecessarily costly or

%}m?tgonsuming, or subject to unreasonable time
mits.

Each signatory should be required to make

blic promptly all laws, regulations, judicial
ggcisiogs ggd zdministrativggrulings pegtaining

to the enforcement of IPRs in such a manner as
to enable governments and traders to become
acquainted with them.

Nordics (W/58)



European Communities (W/31)

Procedures concerning the enforcement of IPRs
shall not be unnecessarily complicated, costly
or time consuming, nor shall they be subject to
unreasonable time-1imits.

Procedures shall provide adequate opportunities
for right holders, including foreign nationals,

to make use of them. The term "right holder”
means the right holder himself, any other

person authorized by him or persons having
legal standing under national law to assert
such rights.

Brazil (W/57)

It is the view of the Brazilian Government that
enforcement measures which may result from the
negotiations should take fully into account the

specific nature of IPRs, in_that they
constitute a matter of regulation by national

legislations, as well as an integral element of
the set of factors which form part of
international trade transactions.

It should be accepted, as a principle, the
recognition of countries’' geographic,
political, legal, and economic conditions,
among others, under which their national
enforcement system operates. In particular,
the difficuities of developing countries in

terms of fulfilling gossib]e obligations should
be recognized. Possible final comnitments

should not result in excessive material burden
for the agencies responsible for the
enforcement of inteliectual property rights in
those countries.
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Japan (W/43)

Procedures shall not be unnecessarily
complicated, costly, or time consuming, nor
shall they be subject to unreasonable
time-1imits.

Canada (W/42)

See A(1l) above.

Republic of Korea (W/48)
See A(1) above.

Hong Kong (W/54)

Signatories should ensure that the procedures
jnvolved in enforcing IPRs are not

unnecessarily complicated, expensive, or time
consuming. Procedures should provide adequate
opportunities for all rights holders to make

use of them. In addition, signatories should
designate an enquiry point with which IPR

holders may correspond to assist them to
determine the existence of municipal laws and

administrative Erocedures that govern
enforcement of IPRs, or to direct them to the

relevant authority that may take any
enforcement action being sought.
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(4) ASSURANCE OF EQUITABLE PROCEDURES

Corresponding Provisions of Existin
Internationaq Treaties United States (W/14/Rev.1)

Procedures for the enforcement of IPRs, whether
they be administrative or judicial, civil or
criminal must ensure due process of law
including:

(i) the right to receive written notice
prior to commencement of proceedings which

contains information sufficient to determine
the basis of the dispute;

(i1) application of the same substantive

standards for determining whether an
enforceable IPR exists and whether it has been

infringed with respect to all products whether
jmported or loczlly produced;

(111) prompt, fair, reasonable, and effective
means to gain access to and present to
relevant judicial or administrative
authorities statements of witnesses and
information, documents, records and other
g;&;cles of evidence for the enforcement of

(iv) determinations in writing relating to
the infringement of IPRs which must be
reasoned and made in a fair and open manner.

India (W/40)

The principles of natural justice and fair play
shall be observed in internal enforcement

procedure. There should be pricr notice to
the concerned parties and adequate
opportunities for defence.

Republic of Korea (W/48)

Standards for protection of IPRs, procedures
for cbtaining such rights, and dispute-
settlement procedures should be transparent.

The same substantive standards for determining
whether an envorceable IPR exists and whether
it has been infringed should be applied equally
to imported products and loca11¥ produced
products. For that, enforcement procedures
should be made available both at the border and
internally.

Brazil (W/57)



European Communities (W/31)

Decisions on the merits of a case shall, as a
general rule, be in writing and reasoned. They
shall be made without undue delay in a fair and
cpen manner,

A1l parties to civil judicial procedures shall
be duly entitled to substantiate their claims

and to present the evidence relevant for the
establishment of the facts and the deter-

mination of the validity and infringement of
the IPRs concerned, as well as to exercise

their rights of defence. Decisions shall only
be based cn such facts in respect of which

parties were offered the opportunity to be
heard. Administrative procedures shall

conform to equivalent grocedures. inter alia in
order to ensure effective equality oT oppor-

tunities for imported products.

Australia (W/53)

Judicial and/or. administrative civil
proceedings shail normally include the right to
all affected parties to:

- prompt and reasonable notice of the
comeencement of proceedings;

- an adequate opportunity to prepare their
case;

- effective means to present evidence to
substantiate their ¢laims, exercise their
rights of defence and to communicate their
views to the authorities;

- representation for all parties,

- reasoned dec’ - ons made without undue delay
in a fair and open manner; and

- Judicial review.

Enforcement procedures should be fair and
equitable to all affected parties, and be no
less favourable to foreigners than to
nationals. The {udicial and/or administrative
proceedings should run their full course,
unfettered from any external interference, and
operate on the basis of established facts.

Information concerning procedures that apply
and are to be followed in proceedings, should
be made available tc IPR holders and other
parties.
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Japan (W/43)

A person against whom procedures have been
initiated shall be given ample opportunities
for defense. A person who is to be subject to

substantive argument on the merits of a case
shall be given notice before the argument.

Final judicial decision on the merits of a

case shall be made in a fair and open manner.
They shall be in writing and reasoned.

Final decisions by courts in civil procedures

shall be based only on such facts in respect
of which parties were offered the opportunity

to be heard. Administrative procedures shall
be subject to an equivaient requirement.

Hong Kong (W/54)

Procedures for the enforcement of IPRs should
be fair, equitable and transparent. Except in

the case of ex parte proceedings, adequate
written notice of proceedings, adequate written

notice of proceedings ginciuding venue and time
of hearingg shall be given, and should contain

sufficient information to identify the basis of
the dispute.

A party to proceedings before a court or
tribunal should be entitled to substantiate his
claims, or establish his defence, by the

presentation of relevant evidence. The
determination of that body should be based

solely on the facts in respect of which the
parties were offered an opportunity to present
their claims. Procedures should not be subject
to unreasonable time 1imits, nor permi
unwarranted delay. Decisions should be
reasoned, recorded in writing, and available to

the public. Administrative procedures should
be subject to equivalent principles.

Nordics (W/58)

Parties to civil judicial procedures should
be entitied to substantiate their claims and
present evidence as well as to exercise their
right of defence with regard to all relevant
acts such as imports, internal production and
use. Decisions should be reasoned and made
without undue delay in a fair and open
manner. There should also be a right to
judicial review.
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(4) ASSURANCE OF EQUITABLE PROCEDURES (cont'd)
j%g:gggg%nd1nq Provisions of Existing
International Treaties

Canada (W/42)

Procedures for enforcement should be fair and
equitable to the affected parties and
transparent.

[Procedures for the enforcement of IPRs should
be fair, equitable and transparent.

Such procedures should meet the following
criteria:

- Except for ex parte proceedings, parties to
a dispute sﬁouga have a right to receive
written notice in sufficient time prior to

a hearing on the merits to enable a defence
or response to be prepared. Such notice
should contain sufficient information to
determine the basis of the dispute.

- Parties to proceedings should be entitled

to substantiate their claims and to present
evidence relevant for the establishment of
the facts and the determination of the
validity and infringement of the IPRs
concerned wither orally or in uriting as
appropriate, as well as to exercise their
rights of defence.

- Decisions should be based only on such
facts in respect of which the parties were

offered an opportunity to present their
positions.

- Hearings should be transparent and, unless
there are reasonable grounds to the
contrary, should be open to the pubtic.

- Procedures should not be subject to
unreasonable time Timits or unwarranted
delays.

- Decisions should be in writing and should
normally be accompanied by written reasons
for decision.

- Decisions should be made without undue
delay and in & fair and open manner.

- Decisions should be gublished or
otherwise available to the public.]
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(5) RIGHTS OF REPRESENTATION/PRESENTATION
UF_EV]

Corresggnding Provisicns of Existing
nternational Treaties United States (W/14/Rev.1)

Procedures shall not impose overly burdensome
requirements concerning personal appearances by

the garties. but shall, to the greatest extent
possible, permit the parties to appear through

representatives and provide a fair and
reasonable opportunity for all parties to

8resent evidence, in writing or orally, or
oth, for consideration by the authorities.

Subject to procedures and conditions to ensure
reliability and fairness, such as
cross-examination and disclosure of adverse
information, signatories shall facilitate the
acceptance of evidence, including expert
testimony, and technical or test data, in order
to assist in expediting and reducing costs of
participating in enforcement procedures.

India (W/40)

Australia (W/53)
See A(4) above.

Brazil (W/57)
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European Communities (W/31) Japan (W/43)
See A(4) above. A1l parties to civil jidicial procedures
shall be entitled to present relevant
Canada (W/42) evidence. Administrative procedures shall be

subject to an equivalent principle.
[Parties may be represented by independent
counsel where such representation is customary
in the relevant proceedings. Republic of Korea (W/48)

Procedures should not impose overly burdensome
requirements concerning personal appearances Nordics (W/58)

by parties.

See A(4) above.
Subject to procedures and conditions to ensure
reljabiiity and fairness, such as
cross-examination and disciosure of adverse
information, contracting parties should
facilitate the acceptance of evidence,
including expert testimony, and technical or
test data, in order to assist in expediting
and reducing costs of participating in
enforcement procedures. ]

Hong Kong (W/54)

Procedures should not impose unreasonable
requirements concerning personal appearance by
parties. Parties to proceedings may be
represented by independent counsel where this
is permitted by the municipal law of the

participant. Expert testimony should be
permitted. Procedures should permit

cross-examination of any witness called by the
opposing party.
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(6) ACCESS TO INFORMATION

Correspondin

Provis

ions of Existing

Internationa

_ireat!

es

United States (W/14/Rev.1)

Relevant authorities shall provide
opportunities for the IPR owner, other parties
to the proceeding and the governments of the

affected countries, to see relevant,
non-confidential information that is used by

the authorities in a procedure relating to an
enforcement action, and to prepare
presentations based on this information.

India (W/40)

Australia (W/53)
See A(4) above.

Hong Kong (W/54)

Civil procedure law should provide the
opportunity for a party to seek disclosure of
re]:vant information prior to a hearing on the
merits.



European Commnities {¥W/31)
See A(4) above.

Canada (W/42)
[Procedures should provide for the disclosure
of relevant information in the possession of

the adverse party prior to a hearing on the
merits. ]

Nordics (W/58)

Brazil (W/17 and 43)
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Japan (W/43)
See A(4) above.

Republic of Korea (W/48)

Holders of IPRs are responsibie for
submitting evidence when they file a lawsuit
claiming an infringement of the rights.
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(7) TREATMENT OF CONFIDENTIAL INFORMATION

Corresponding Provisions of Existing
Internationai Treaties United States (W/14/Rev.l)

Signatories shall provide a means to
effectively identify and protect confidential
information. Any information which is by
nature confidential (for le, because its
disclosure would be of significant competitive
advantage to a competitor or because its
disclosure would have a significantly adverse

effect upon a person sggp1y1ng the information
or upon a person from whom he acquired the
information or which is provided on a
confidential basis for a procedure relating to
an enforcement action) shall, upon cause
shown, be treated as such by the authorities.
Such information shall not be disclosed
without permission of the party submitting it
except pursuant to & protective order
sufficient to safeguard the interest of such

party.

India (W/40)

Australia (W/53)
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European Commnities (W/31) Japan (W/43)
Canada (W/42) Republic of Kcrea (W/48)

[Signatories should provide a means to
effectively identify and protect confidential Brazil (W/57)

information provided by any of the parties to
the dispute or by others required to give
evidence. ] Nordics (W/58)

Hong Kong (W/54)

Civil procedure law should provide effective
means to identify and protect confidential
informat‘on provided by any of the parties to a
dispute, ¢+ by others required to give
evidence.
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(8) FACILITATION OF THE OBTAINING OF EVIDENCE

Corresponding Provisions of Existin
Internat*onai Treaties

United States (W/14/Rev.l)

Signatories shall facilitate the gathering of
evidence needed for an enforcement or related
action in the territory of another signatory.
Procedures may be carried out in other
countries to obtain statements of witnesses and
information, documents, records, and other
articles of evidence relating to an enforcement
action, 1nc1ud1nq the ussessment of remedies.
Signatories shall facilitate the taking of such
statement and production of such materials in
their territories by establishing sdequate,
timely and efficient procedures. Such
procecures shall permit such evidence to be
taken in any manner not prohibited by national
law. A signatory may require prior
notification of a competent authority before a
statement is taken or materials produced.

Signatcries shall make available ex parte
proceedings to preserve evidence and take other
actions urgently required provided that the
parties shall be provided subsequent notice of
the action and the right to participate in an

administrative or judicial procedure providing
due procaess of law.

India (W/40)

Australia (W/53)

Provisional measures should be available for
IPR holders to take prompt action, upon
request, through administrative or judicial

proceedings to preserve the relevant evidence
with regard to any alleged infringement.

If such provisional measures are in place as a
result of an ex parte proceeding, a hearing of
all parties sﬁEE%%'EE 21d as soon as possibie
for the purpose of deciding whether to confirm,
modify or revoke the provisicnal measures.



European Communities (W/31)

Signatories shall provide for judicial
procedures for the adoption, upon request by a
right holder, of prompt and effective

provisional measures to preserve the relevant
evidence with regard to the alleged

infringement.

Unless this would be out of proportion to the
importance of the infringement, the right
holder shall be entitled, in civil judicial
procedures, to be informed by the infringer,
upon reguest, of the identity of the persons
involved in the production and the channels of
distribution of the infringing goods or
services.

Canada (W/42)

Signatories should provide for ex garte
gudgc1a1 procedures to preserve evigence.
Applicants may be required to post security or
to provide equivalent assurance before
obtaining such an order. Parties adverse1¥
affected should promptly be given notice o
the subsequent proceedings for which the
evidence was obtained.

Generally, such measures should include the
following provisions:

Unless there are reasonable grounds to the
contrary, the right holder should be entitled
in civil proceedings to be informed by the
infringer on request, of the identity of the
persons involved in the producticn and the
channels of distribution of infringing goods
or services. A court or tribunal may order
that this be treated as confidential
information by the party obtaining it but it
may be used in proceedings against other
infringers. ]
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Japan (W/43)

Signatories shall provide for appropriate
civil judicial measures to preserve relevant
evidence. Notwithstanding the general

principles concerning procedure, such
measures may, in appropriate cases, be taken

without prior notice to an adversary.
Administrative procedures shall be subject to
equivalent principles.

Republic_of Korea (W/48)
See A(6) above.

Hong Kong (W/54)

Signatories should provide for ex parte
proceedings in civil disputes to preserve
evidence relevant to the alleged
infringement, subject to the right holder
being requirad to give appropriate securities
to protect persons who may be wrongly
prejudiced. Persons adversely affected
should be given prompt notice of subsequent
proceedings for which the evidence was
preserved. Unless there are reasonable
grounds to the contrarg, the right nolder
should be entitied to be informed by the
alleged infringer, on request, of the
identity of persons involved in the

production of the infringing goods or
services and their channels of distribution.

Brazil (W/57)

Nordics (W/58)
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(9) CONSEQUENCES OF FAILURE TO PROVIDE INFORMATION

Corresponding Provisions of Existin
Internationa% Treaties

United States (W/14/Rev.l)

In cases in which a party to the proceeding or
2 government refuses to, or otherwise does not
provide, necessary information within a
reasonable period, or significantly impedes
the procedure relating to an enforcement
action, preliminary and final determinations,
affirmative or negative, may be made on the
basés of evidence presented by the opposing
party.

India (W/40)

Australia (W/53)

Hong_Kong (W/54)



European Communities (W/31)

Canada (W/42)

[Where a party to a groceeding refuses to
provide necessary information within a
reascnable period or fails to take the
necessary steps required to further the

proceedings, preliminary and final
determinations, affirmative or negative, may

be made on the basis of evidence previously
presented. ]

Nordics (W/58)

MTN.GNG/NG11/W/33/Rev.2
Page 29

Japan (W/43)

Republic of Korea (W/48)

Brazil (W/57)
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(10) AVOIDANCE OF BARRIERS TO LEGITIMATE TRADE

Corresponding Provisions of Existin
Internationa% Treaties United States (W/14/Rev.l)

Safeguards against arbitrary action or abuse of
procedures nust be included.

Signatories shall ensure that procedures to
enforce IPRs minimize interference with
legitimate trade.

Parties shall make remedies available to
provide indemnification in appropriate cases of
persons wrongfully enjoined or restrained.

ggg ?23? §§§)t(§§?)' (12) and (14), B(3)(b)

India (W/40)
See B(3)(d) below.

Australia (W/53)

Appropriate safeguards should be provided for

persons who have been subjected to abuse or
wrongful use of enforcement measures. Such

measures may include:

- grovisions for adequate compensation of any
njury suffered because of an abuse or

wrongful use of enforcement measures;

- provisions for IPR holders to comgensate
importers for goods wrongfully detained at
their request;

- provisions allowing release of detained goods
in circumstances where IPR holders have not

taken timely appropriate steps to have a
decision taken by the appropriate authorities
on the merits of the case.

See also A(4), (11) and (12), B{3)(b) and (c),
and C(1).

Hong Kong (W/54)

Procedures and remedies agp]ied by a sianatory
for the purpose of enforcing IPRs should not
constitute a means of arbitrary, unjustifiable
or disguised restriction cn international
trade.

See also A(4), (11), (12) and (14), B(3)(b) and
(c), and (6), and (C)(2) and (4).



European Communities (W/31)

Procedures and remedies applied by a signatory
for the purpose of enforcing IPRs shall not
constitute a means of arbitrary or
unjustifiable discrimination between nationals
of other signatories, or a disguised
restriction to international trade.

Signatories shall provide for safeguards
against the abuse of enforcement procedures and
for compensation of the injury suffered by a
party which has been subject to such abuse.

See also A(4) and (11), (12) and (14), 8(3;(b),
(c) and (d), and (6), and C(2), (4) and (5

Canada (W/42)

[Enforcement procedures should be implemented
in a manner to minimize interference with
legitimate trade. In particular, any alleged
infringement or other violation of an IPR
relating to the importation of goods or
services orig1nating in the territor¥ of
another party should be adjudicated through
proceedings no less favourable than those
applicable to goods or services in the domestic
territory.

Complainants in actions where imported goods
are concerned should not have the option to
initiate proceedings in judicial or
administrative forums if comparable options do
not exist for complainants in disputes
involving domestically produced goods and
services.]

See also A(11) and A(12) below.

Nordics (W/58)
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Japan (W/43)

Parties shall be entitled to claim
compensation of the damage caused by an abuse
of enforcement procedures.

Signatories may provide for that where a
government official, while discharging an
official duty of tine State, causes damage in
the course of esnforcement procedures related
to the IPR protection, the State may be held

liable for the compensation.

T e B S A A

Republic of Korea (W/48)

Measures to prohibit the indemnification
procedures which themselves can become

barriers to an¥ legitimate trade should
inciude the following:

- Timitations on the settlement period;

- requirements that the complainant place
money on deposit;

- requirements providing sufficient
compensation when defendants are acquitted;

- provisions for the defendant to appeal
Jjudgements.

See also A{4) and C(5) below.

Brazil (W/57)

Border measures should not be used in a way
to constitute barriers to prejudice
legitimate trade. Local authorities may
request the fulfiiment of certain requisites
in order to prevent abusive recourse to such
measures. It is recegnized that the undue or
abusive use of IPRs may damage legitimate
trade interests and trade distortions.

See also A(11) and (12) and C(3)(a).
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(11) NATIONAL TREATMENT

Corresnond1n% Prcvisions of Existing
nternational ireaties

The Paris Convention obliges each of its

member States to grant to nationals of the

other member States, as well as nationals of

non-member States who are domiciled or who
have real and effective industrial or

commercial establishments in the territory of
one of the other member States, the same legal
remedies for infringement of industrial
property rights as those it grants to its own
nationals, possibly subject to the provisions
of national law relating to judicial and
administrative procedure and to jurisdiction
(Articles 2 and 3).

Provisions requiring contracting parties to

grant national treatment to nationals of other
contracting parties (and certain other

persons) are also contained in the

Berne Convention (Articles 3 to 5), Universal
Copyright Convention (Article IIg,
RB%%BCgEVEﬁETéﬁ“INFfic1es 2, 4, 5 and 6) and
Treaty on Intellectual Property in Respect of
ntegrated Circuits (Article 5). The latter
Treaty allows for an exception as far as any
obligations to appoint an agent or to
designate an address for service are concerned
or as far as the special rules applicable to
foreigners in court proceedings are concerned.

The General Agreement requires that the
products of the territory of any contracting
party 1mgorted into the territory of any other
contracting party shall be accorded treatment
no less favourabie than that accorded to like
products of national origin in respect of ail
laws, reguIations and requirements affecting
their internal sale, offering for sale,
purchase, transportation, distribution or use
(Article I11:4). However, a general exception
allows any contracting party to adopt or
enforce measures necessary to secure
compliance with laws or regulations which are
not inconsistent with the provisions of the

General Agreement, including those related to
the protection of patents, trademarks and
copyrights, and the prevention of deceptive
practices, subject to the requirements that
such measures are not supplied in a manner
which would constitute a means of arbitrary or
unjustifiable discrimination between countries
where the same conditions prevail or a

disguised restriction on trade
(Article XX(d)).

United States (W/14/Rev.l)

The complex question of national treatment will
need to be addressed.

See also A(4) above.

India (W/40)

The procedures for internal enforcement shall
provide Vor national treatment to foreign
owners of IPRs.

hustralia (W/53)

Enforcement obligations should embody the GATT
principle of national treatment, which should
oblige signatories to give persons of other
signatories and/or their products treatment no
less favourable than that granted to their own
persons and/or their products in like
circumstances in terms of laws, regulations and
administrative practices.

Hong Kong (W/54)

Procedures and remedies grovided by a signatory
for enforceing IPRs relating to persons, goods

and services of all other signatories should be
no less favourable than those provided to its
own persons, goods or services.



European Communities (W/49)

The provision on national treatment in the
agreement on TRIPS should provide that the
protection of IPRs of foreigners be no less

favourable than that provided to nationals. It
should apply, inter alia, with regard to the

procedures and remedies, laid down in the
agreement, concerning the enforcement of IPRs.

Republic of Korea (W/48)
See A(4) above.

Brazil (W/57)

The application of border measures should
observe the principles of national treatment.

Nordics (W/58)

Protection and enforcement of IPRs covered by

the agreement should be equivalent in effect
jrrespective of whether the right holder is a

national or from another signatory and
jrrespective of whether the goods or services

concerned are domestically produced or
imported. Certain exceptions will be needed

relating to e.g. jurisdiction and appointment
of an agent.
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Japan (W/43)

It is important that the national treatment
principle be applied also to the enforcement
of IPRs.

Canada (W/42)

Procedures and remedies for enforcing IPRs
provided to persons, goods and services of

all other parties should be no less

favourable than those provided to its own
gersons, goods or services, i.e. national
reatment.

[Signatories should provide procedures and
remedies for enforcing IPRs to persons, goods
or services of the other signatories, no less
favourable than those accorded to its own
persons, goods or services.]
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(12) MOST-FAVOURED-NATION TREATMENT/NON-DISCRIMINATION

Corresponding Provisions of Existing
Internationai ireaties

The General Agreement requires that with
respect to all ruies and formalities in
connection with importation and exportation,
and with respect to all matters referred to in
paragraphs 2 and 4 of Article III, any
advantage, favour, privilege or immunity
granted by any contracting party to any
product originatin? in or destined for an
other country shall be accorded immediately
and unconditionaliy to the like product
originating in or destined for the territories
of all other contracting parties

(Article I:1). However, a general exception
allows any contracting party to adopt or
enforce measures necessary to secure
compliance with laws or regulations which are
not inconsistent with the provisions of the
General Agreement, including those related to
the protection of patents, trademarks and
copyrights, and the prevention of deceptive
practices, subject to the requirement that
such measures are not applied in a manner
which would constitute a means of arbitrary or

unjustifiable discrimination between countries
where the same conditions prevail or a

disguised restriction on trade (Article
XX(d)).

United States (W/14/Rev.l)

This complex question will need to be
addressed.

India (W/40)

Australia (W/53)

Enforcement obligations should embody the GATT
principle of non-discrimination/mfn, which
should oblige signatories to accord to persons
of other signatories any advantage relating to
the enforcement of IPRs granted to the persons
of any other country. The agreement should
specify non-discrimination as either
prospective or retrospective from its entry
into force, and the agreed option should apply
to all signatories and all IPRs covered by the

agreement. Provision may need to be made for
certain well-defined exceptions to the mfn

principle to be specified in the agreement.

Hong Kong (W/54)

Procedures and remedies provided by a signatory
for enforcing IPRs relating to persons, goods
or services of another signatory should be

equally applicable to persons, goods or
services of all other signatories.



European Communities (W/49)

Signatories should not protect or enforce IPRs
in a2 manner vhich could constitute a means of
arbitrary or unjustifiable discrimination

between nationals of other signatories, or a
disguised restriction to internmational trade,

or which could nullify or impair benefits
resulting from the TRIPS agreement.

Canada (W/42)

Procedures and remedies for enforcing IPRs
provided to persons, goods or services of one
signatory to a TRIPS agreement, should be
equally applicable to the persons, goods or
services of any other signatory to the
agreement, i.e. unconditional
mn/non-discriminatory treatment.

[Signatories should provide procedures and
remedies for enforcing IPRs to persons, goods
or services of all other parties, equally
applicable to the persons, goods or services
of any party.]

Brazil (W/57)

The application of border measures should
observe the principle of non-discrimination.
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Japan (W/43)

It s important that this principle be
applied also to the enforcement of IPRs.

Republic of Korea (W/48)

Nordics (W/58)

Signatories would be obliged to extend to all
nationals, goods and services of other
signatories any benefits accorded to nationals,
goods and services of any other country as
regards the specific commitments made in the
agreement, Certain exceptions will be needed
for bilateral or other international
arrangements on legal co-operation.
Arbitrary or unjustifiable discrimination
between nationals, goods and services of
other signatories would not be allowed.
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(13) REMEDIES AND SARCTIONS
Corresponding Provisions of Existing

International ireaties
See A(1) above.

United States (W/14/Rev.l)

Enforcement measures and sanctions must
effectively deter infringing activity. Thus,
signatories should undertake obligations to
provide procedures to enforce rights against
entities engaged in infringing activities and
to provide appropriate remedies. In
appropriate cases, this must include criminal
sanctions.

Sanctions and remedies shall be available
against the producer, seller, distributor and
in appropriate cases the user of an infringing
good or service. Remedies against
signatories, however, may be limited to
ggiment of compensation to the owner of the

India (W/40)
Relief resulting from internal procedures shall
include administrative and civil remedies and,
%n appropriate cases, penalties under criminal
aw.
Australia (W/53)
See B(4) and B(5) below.



European Communities (W/31)

Signatories shall provide for remedies which
effectively stop or prevent the infringement of
IPRs, entitle the right holder to claim

compensation of the 1ngury caused by the
infringement, and which consist of other

measures which, while corresponding to the
imortance of the infringement in question,
constitute an effective deterrent to further
infringements.

Canada (W/42)

There should be judicial and/or administrative
civil remedies which effectively stop or
grevent the infringement of IPRs, and entitle
he rights holders to claim compensation for
the injury caused by the infringement.
Criminal sanctions and penalties for trademark

counterfeiting and copyright piracy if
committed wiifully and for commercial purposes

also need to be provided for.

[Signatories should provide for remedies which
effectively stop or prevent the infringement
of IPRs, and entitle the right holder to
compensation for the injury caused by the
infringement. In apgropriate cases, damages
should be available to deprive the infringer
of any profit and to deter further
infringement. Signatories should provide
criminal remedies at least for trademark
counterfeiting and copyright piracy if done in
3 wilful and commercial manner. ]
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Japan (W/43)
See B(4), B(5) and C(8) below.

Republic of Korea (W/48)
See B(4) and B(5) below.

Hong Kong (W/54)

Signatories should provide for effective
remedies and sanctions that sto? or prevent the
infringement of IPRs, and entitie the right
holder to compensation for injury suffered by
infringement. Signatories should provide
criminal sanctions against wilful trademark
counterfeiting and copyright piracy committed
for commercial purposes, including the wilful
import or export of such goods.

Brazil (W/57)

Nordics (W/58)
See B(4) and B(5) below.
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(14) RIGHT OF JUDICIAL REVIEW/APPEAL

Corresponding Provisions of Existin
International lreaties

United States (W/14/Rev.1)

Signatories shail provide the right of judicial
review of initial judicial decisions on the
merits of a case and final administrative
decisions on the merits of a case in disputes
arising in connection with the obtaining,
maintaining or enforcing of IPRs.

India (W/40)

Internal enforcement procedures shall provide

for appeal against the initial Judicial order
and for judicial review of administrative
orders.

Hong Kong (W/54)

Signatories shouid provide for a means of
appeal against judicial or administrative
decisions on the merits of a case. A court of
appeal should be entitled to consider and
review all legal issues raised before or

considered by the court of first instance or
administrative body, and should also be

entitled to review issues of rationality and
procedural fairness.



European Communities (W/31)

Final administrative decisions on the merits of
a case concerning the protection of an IPR
shall be subject tc the right of appeal in a
court of law.

Canade (W/42)

[Signatories should provide the right of
appeal to a court of law of initial judicial
decisions on the merits of a case and final
administrative decisions on the merits of a
case. The court of appeal should be entitled
to consider and review all legal issues raised
before or considered by the previous court or

administrative tribunal and should also be
entitled to review issues of p=~cedural

fairness.]

Australia (W/33)
See A(4) above.

Brazil (W/57)
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Japan (W/43)

Final administrative disposition shall be
subject to the right of judicial review.

Republic of Korea (W/48)

See A(10) above.

Nordics (W/58)
See A(4) above.
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B. INTERNAL MEASURES
(1) COVERAGE

Corresponding Provisions of Existing
IﬁtEFﬁgfﬁﬁﬁE%'TFeat1es

The enforcement provisions of the Paris
Convention concern goods unlawfully bearing a
¥rademark or trade name or in connection with
which a false indication of the source of the
guods or the identity of the producer,
manufacturer or merchant has been directly or
indirectly used. Remedies are provided for
arplying within the country as well as on
importation. Goods in transit are

sgecifica11y excluded from ang obiigation to
effect seizure (Articles 9, 10 and IOter).

Acts of unfair competition are also covered by
enforcement provisions of the Paris Convention
(Articles 10bis and 10ter).

The Hadrid Areement (Indications of Source)
concerns goods having a faise or deceptive
indication b¥ which one of the member States,
or a place situated therein, iz directly or
indirectly indicated as being the country or
place of origin. Remedies are provided for

app]ying within the country as well as_on
importation; goods in transit are excluded

from any obligation to effect seizure
(Articles 1 and 2).

The Berne Convention provisions on enforcement
concern the seizure of infringing copies of
protected works. The remedy provided for

angies in the countrz, in respect of
infringing copies both produced in the country

and imported (including from countries where
the work is not protected or has ceased to be

protected) (Article 16). Musical recordings
made under a compulsory licence granted by a

member State are 1iable to seizure if imported
without permission into another member State
(Article 13(3)).

United States (W/14/Rev.1)

Civil procedures tc enforce IPRs should apply

at the €o1nt of production and commercial
transactions, e.g., point of sale, offer for

sale, lease, distribution, etc. as well as at
the border

Criminal procedures shall be available for at
least trademark counterfeiting and copyright
infringement which are wilful and commercial.

India (W/40)

IPR infringements generally.

Enforcement internally.

Australia (W/53)

Appropriate judicial and/or administrative

civil remedies should be provided to stop or
prevent the infringement of IPRs and to deter

further infringement.

Criminal sanctions and genalties, in addition
to civil remedies, should be provided in cases

of deliberate trademark counterfeiting and
copyright piracy on a commercial scale.

Nordics (W/58)

The provisions on enforcement should cover
those IPRs which are included in the agreement.



European Communities (W/31)

Signatories shall provide for civil judicial

?rocedures concerning the enforcement of any
PR internally and with regard to imports and

exports.

Signatories may provide for administrative
procedures concerning the enforcement of IPRs.

Signatories shall provide for criminal
procedures and penalties to be appiied in cases
of wilful infringements of trademarks and
copyright on a commercial scale. Signatories
may provide for criminal procedures and

penaities to be appiied in_cases of
infringement of any other IPR, in particular

where it is committed wilfuily and on &
commercial scale.

Canada (W/42)
See A(1) and A(13) above.

Hong Kong (W/54)

Signatories should provide for civil judicial
procedures concerning the enforcement of any
IPR internally and with regard to import and
export, but without obligation to include goods
in transit. Signatories may provide for
administrative procedures concerning the
enforcement of IPRs.
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Japan(W/43)

Infringements of patents, trademarks,
designs, cogyright, neighbouring rights and
semi-conductor integrated circuits layout
rights. Acts of infringement of these rights
shall constitute criminal acts.

Civil judicial procedures shall be provided
for the internal enforcement of rights and
with regard to imports.

Signatories may establish administrative
procedures for the enforcement of IPRs.

Republic of Korea (W/48)

Production of, and trade in products,
infringing IPRs.

Brazil (W/57)

Brazil, whiie holding the view that the
sovereign right of States to organize their
respective domestic legal systems should be

represented, considers that the subject of
negotiations on enforcement should be

situations where international commercial
operations involve, in a relevant manner,

aspects of intellectual property rights as, for
examplie, the case of trade operations subject

to disputes for reasons of intellectual
property.

Internal enforcement of intellectual property
rights is a matter of strict competence of
domestic iegislations. Legal situations

1nvo]v1ng in a predominant way IPRs should be
dealt with by national laws and international

agreements, where applicabie.
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(2) STANDING TO INITIATE PROCEDURES

Corresponding Provisions of Existing
International Ireaties

Article 9 of the Paris Convention states that
sefzure of goods unlawfully bearing a

trademark or trade name shall take place at

the request of the gub1ic prosecutor, or any

other competent authority, or any interested party,
whether a natural person or a legal entity, in
conformity with the demestic legislation of each
country. Article 10, which applies the provisions of
Article 9 to false indications of source, states that
any producer, manufacturer, or merchant, whether a
natural person or a legal entity, engaged in the
production or manufacture of or trade in such goods
and estabiished either in the locality falsely
indicated as the source, or in the region where such
locality is situated, or in the country falsely

indicated, or in the country where the false
indication of source is used, shall in any case be

deemed an interested party. Article 10ter obliges
member States to provide measures to permit
federations and associations representing interested
industrialists, producers, or merchants, provided that
the existence of such federations and associations is
not contrary to the laws of their countries, to take
action in the courts or before the administrative
authorities, with a view to the repression of the acts
referred to in Articles 9 and 10, and also acts of
unfair competition referred to in Articie 10bis, in so
far as the law of the country in which protection is
claimed allows such action by federations and
associations of that country.

The Berne Convention establishes a presumption of
authorship; € aucthor must, in the absence of proof
to the contrary, be regarded as such, and consequentiy
be entitled to institute infringement proceedings in
the countries of the Union, if his name appears on the
work in a usual manner; fiim producers whose names
appear on fiims enjoy a similar presumption

(Article 15).

Under the Lisbon Agreement, legal action required for
ensuring the protection of appellations of origin may
be taken in each of the member States under the

grovisions of the national legislation either at the
nstance of the competent Office or at the request of

the public prosecutor, or by any interested party,
whether a natural person or a legal entity, whether
public or private (Article 8).

For Madrid Agreement (Indications of Source), see
Section C(3) below.

United States (W/14/Rev.l)

Procedures must be available to owners of
IPRs and other persons authorized by the
owner and having legal standing to determine
the validity and enforceability of IPRs for
the assertion of such rights against any
tegal or juridical person or gevernmental
entity.

Governments should initiate procedures
ex officio where effective enforcement

requires such action.

India (W/40)

Seekinghrecourse to the remedies that may be
aveilzbie under the national law is primarily
the responsibility of the owner of IPRs. It
is for him to set in motion the enforcement

mach1ner¥ and this responsibility cannot be
shifted to the government.

Australia (W/53)

Procedures should be available to IPR holders
(and any other person duly authorized by such

holdersg to initiate judicial and/or
administrative civil proceedings.



European Communities (W/31)

Right holders. The term "right holder™ means
the right holder himself, any other person
authorized by him or persons having legal

standing under national law to assert such
rights,

Canada (W/42)

[Procedures should be available to owners of
IPRs and to any other person duly authorized

b{ such_owner to exercise and enforce such
rights.]

Hong Kong (W/54)

Procedures should be available to the right
holder of IPRs.

"Right holder” in this paper means the right
holder himself, or any other person having
legal standing under the national law of the
participant country to assert such rights.

Brazil (W/57)
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gapan (W/43)
IPR holders.

Republic_of Korea (W/48)

See A(6) above.

Nordics (W/58)
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(3) PROVISIONAL MEASURES
(a) NATURE AND PURPOSE

Corresponding Provisions of Existin
IﬁfEFﬁngE?Ea'T7@afTEE"""""‘"‘H

For Madrid Agreement (Indications of Source),
see Section C below.

United States (W/14/Rev.l)

Signatories must provide interim relief in the
form of preliminary injunctions and other
appropriate and prompt procedures to prevent
the sale or other disposition of allegedly
infringing goods pending a final determination
on infringement.

Signatories shall make available ex parte
proceedings to preserve evidence 2nd take other
actions urgently required.

India (W/40)

Provisional remedies by way of injunctions
should be provided.

Australia (W/53)

Provisional measures should be available for

IPR holders to take gromgt action, upon
request, through administrative or judicial

proceedings to:

- cease the infringement of their intellectual
property rights by any other party, including
the grant of preliminary relief;

- prevent the infringement of any intellectual
property right from commencing; and

- preserve the relevant evidence with regard to
any alleged infringement.

Brazil (W/57)



European Communities (W/31)

Signatories shall provide for judicial

procedures for the adogtion, upon request by a
right holder, of prompt and effective

provisional measures:

- to prevent an infringement of any IPR from
occurring or being continued, and in
particular to prevent the goods from
entering commercial channels, including
their importation and exportation, and

- to preserve the relevant evidence with
regard to the alleged infringement.

Where appropriate, provisional measures may be
adopted inaudita altera parte.

Canada (W/42)

[Signatories should provide prompt and
effective provisional measures to prevent or
stop an infringement of an IPR. Where

appropriate, these measures may be taken
ex parte.]

Hong Kong (W/54)

Signatories should provide gromgt and effective
provisionai remedies in civil disputes on the
application of the right holder in any IPR.
Such remedies, which should include those

available on an ex parte basis, should be
designed to prevent or stop infringing

activity. Provisional remedies should permit
the seizure of infringing goods or evidence of

1nfr1ngement as well as being available to
preven dealing in infringing goods, inciuding

their import or export.
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Japan (W/43)

Participants shall provide for procedures for

provisional measures with respect to the

civil judicial procedures or administrative

procedures proposed; such measures shali aim

at ensuring future enforcement of or at

g¥c}gging imminent danger of the infringement
st

Provisional measures shall be implemented
through judicial or administrative
procegures.

Provisional measures shall be adopted upon
request by a right holder. Notwithstanding
the general principles concerning procedure,
such measures may, in appropriate cases, be
adopted without prior notice to the
adversary.

See also A(8) above.

Republic of Korea (W/48)

Civil remedies shall include preliminary
orders to cease infringing activities.

Nordics (W/58)
The agreement should also provide for

procedures for provisional judicial or
administrative measures. [he objective of

these measures should be to deter

infringement and to provide the right holder
with an opportunity to bring on-going
infringement to an immediate halt.
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(3) PROVISIONAL MEASURES (contd.)
(b) GENERAL CONDITIONS

Corresponding Provisions of Existin
IﬁtE?ﬁgfT6ﬁE%'TFngTEE""""""g

For Madrid Agreement (Indications of Source),
see Sectijon C below.

United States (W/14/Rev.l)

In order to prevent abuse of interim
procedures, signatorieg may require a rights
owner to provide security up to an amoun
sufficient to hold the authorities and
importer harmless from loss or damage
resulting from detention where the goods are
subsequentiy determined not to be infringing.
However, such securities shall not
unreasonably deter recourse to such
procedures.

India (W/40)

Australia (W/53)

Provisional measures should be revoked or
lapsed 1f proceedings are not commenced within

a reasonable time.

Nordics (W/58)

To prevent abuse, the plaintiff should be

required to furnish both evidence with regard
to the infringement and adequate security for

compensation to the defendant in case the
provisional measure turns out to be
unjustified.

If a provisional measure is taken by an
authority other than a judicial authority, the

defendant should be_given the possibility to
have the provisional measure submitted to

judicial review.

A decision allowing for 2 provisional measure
should specify the period of duration of the

measure. The measures should lapse if within
the expiry of such a period the plaintiff has

not obtafned a prolongation or has not
initiated or fulfilled legal proceedings.



European Communities (W/31)

The applicant shall be required efther to

grov1de an¥ reasonab1{ available evidence so as
o permit the authority to establish with a

sufficient degree of certainty that he is the
right holder and that his right is being
infringed or that such infringement is
imminent, or to provide security sufficient to

prevent abuse.

Provisional measures shail be revoked or lapse
where, notwithstanding a request by the
defendant, proceedings leading to a decision
on the merits of the case are not initiated

within a period of one month after the
notification of the provisional measures,

unless determined otherwise by the court.

Where provisional measures are to be carried
out by customs authorities, the appliicant may
be required to supply any other information
necessary for the identification of the goods
concerned.

Republic of Korea (W/48)
See A(6) and A(10} above.

Hong Kong (W/54)

The applicant should be required to act in
good faith and to provide evidence that he is
the right holder and that his right is bein
infringed. The apriicent should be require
to provide adeguate sectrity. Provisional
measures should be revoked or lapse where the
applicant does; not pursue a decision on the
merits in an oxpedicious manner.
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Japan (W/43)

The zpplicant shall provide reasons

estabiished to a sufficient degree of
certainty when requesting such measures.

Signatories may provide that the applicant

furnish sufficient securitg in place of
providing reasons established to a sufficient

degree of certainty.

Canada (W/42)

[The applicant should be required to provide
any reasonab1¥ available evidence so as to
permit the authority to establish with a

sufficient degree of certainty that he is the
right holder or other authorized person and

that there is an arguadle case that his right
is being infringed. The applicant may bhe

required to provide security to prevent abuse.

Provisional measures should be revoked or
lapse where, notwithstanding a request by the
defendant, proceedings leading to a decision
on the merits of the case are not commenced
within 2 reasonable period of time.

Signatories may also provide that provisional
measures may be revoked or lapse where the
appiicant does not pursue a decision on the
merits in an expeditious manner. ]

Brazil (W/57)
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(3) PROVISIONAL MEASURES (contd.)
(c) ADDITIONAL CONDITIONS ON EX PARTE PROCEEDINGS

Corresgonding Provisions of Existing
nternational lreaties

United States (W/14/Rev.l)

Parties shall be provided subsequent notice of

the action and the right to participate in an
administrative or judicial procedure providing
due process of law.

India (W/40)

Australia (W/33)

If provisional measures are in place as a
result of an ex ?arte proceeding, a hearing of
311 parties shou e held as soon as possible
for the purpose of deciding whether to confirm,
modify or revoke the provisional measures.

Brazil (W/57)



European Communities (W/31)

Where provisional measures are adopted
inaudita altera parte, an oral hearing shall
ake place upon request of the defendant
within a reasonable period after the

notification of the measures, with a view to

deciding whether these measures shall be
revoked or confirmed.

Canada (W/42)

[Where provisional measures are adopted
ex _parte, an oral hearing should tske place

upon the request of the defendant within a
reasonable perjod after the notification of

the measures to decide whether the measures
should be revoked, modified, or confirmed.]
Nordics (W/58)

If a grovisionaI measure has been taken

jnaudita aitera parte, the defendant should
be given the right to full review.
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Japan (W/43)

Where provisional measures are adopted
without prior notice to the adversary, the
decision or the disposition adopted shall be
notified to the adversary and he shall be
given, upon request, an occasion to be heard
so as to decide whether to revoke or confirm
the decision or dispostion in question.

Republic of Korea (W/48)

Hong Kong (W/54)

If provisional measures are available ex parte,
signatories should provide that a hearing take
place within a reasonable period after the
notification of the measures, to decide whether
those measures should be revoked, modified or
confirmed.
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(3) PROVISIONAL MEASURES (contd.)
(d) INDEMNIFICATION OF DEFENDANT
AWD OTRERS

Corresponding Provisions of Existing
Internat?ona% Treaties

United States (W/14/Rev.l)
See A(10) above.

India (W/40)

Compensation should be provided to persons
suffering damage from provisional orders based
on the assumption that they were infringing

IPRs, if the assumption is subsequently found
to be wrong.

Australia (W/53)
See A(10) above.

Hong Kong (W/54)
See B(6) below.



European Communities (W/31)

Where the provisional measures are revoked or
where they lapse due to any action or omission

by the applicant or where it is subsequently
found that there has been no infringement or

threat of infringement of an IPR, the defendant
shall be entitled to claim from the applicant

adequate compensation of any injury caused by
these measures.

Canada (W/42)

[Contracting parties should provide for
safeguards against the abuse of enforcement
procedures and for compensation of the injury
suffered by a party which has been subject to
such abuse. In appropriate cases, contracting

parties should qrovide for indemnification_of
parties wrongfully enjoined or restrained.]

Brazil (W/57)
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Japan (W/43)

Parties who have not infringed any IPR but
nonetheless have been the subject of
provisional measures on the false ground of
infringement shall be entitled to claim

compensation for the damage caused by such
measures. Participants shall provide for the

provision of security with a view to
compensating such a damage.
Republic of Korea (W/48)

See A(10) above.

Nordics (W/58)
See B(3)(b) above.



MTN.GNG/NG11/W/33/Rev.2
Page 52

(4) CIVIL REMEDIES FOR INFRINGEMENT
(a) GENERAL

Corresponding Provisions of Existing
Iﬁf5Fﬁg%T6ﬁE%‘TFEE%TEE""‘“"""Q

(b) INJUNCTIONS

Corresponding Provisions of Existin
nternat1ona% Treaties

United States {W/14/Rev.1)
See A(13) abova.

India (W/40)
See A(13) above.

Australia (W/53)
Appropriate judicial and/or administrative
civil remedies should be provided to IPR

holders in order to effectively stop or prevent

the 1nfrin$ement of their IPRs, and to deter
further infringement.

Brazil (W/57)

United States (W/14/Rev.l)

Final injunctions must be available.

India (W/40)
Australia (W/53)
Injunctions to prevent infringement from

occurring or continuing.

Brazil (W/57)



European Commnities (W/31)
See A(13) above.

Canada (W/42)
See A(13) above.

Hong Kong (W/54)

In addition to the remedies below, signatories
should provide the IPR holder with the power to
restrain commercial dealing in infringing
goods, including import or export.

European Communities {W/31)

Where the judicial authorities are satisfied
that an inTringement of an IPR has been or is
about to be committed they shall be entitled.
upon request and irrespective of whether the

defendant has acted with intent or neg]igence,
to issue an order that the infringement be

refrained from or discontinued.

Canada (W/42)
[Final injunctions should be available.]

Hong Kong (W/54)
Final injunctions.
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Japan (W/43)

IPR holders shall be provided with at least
the fol1ow1nq civil judicial remedies.
Remedies shall be adequately ensured according
to the type of the right and the seriousness
of the infringement in question.

Adnministrative procedures shall be subject to
equivalent principles.

Republic of Korea (W/48)
In addition to the civil remedies referred to

below, measures for recovery of goodwill
shall be included.

Nordics (W/58)

Japan (W/17 and 43)
%ESEping or preventing of the infringement of

Republic_of Korea (W/48)
Orders to cease infringing activities.

Nordics (W/58)

The judicial authorities should be provided

with the authority to issue an order for the
discontinuation of an act involving
infringement of an IPR.
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(4) CIVIL REMEDIES FOR INFRINGEMENT (contd.)
(c) SEIZURE, FORFEITURE, DESTRUCTION

Corresponding Provisions of Existing
Iﬁfﬁ?ﬁngBﬁE%‘TTeat1es

Articles 9 and 10 of the Paris Convention
provide for remedies in resEect of goods
unlawfully bearing trademarks or trade names
or in connection with which a false indication
of source has been directly or indirectly
used. Certain of these remedies concern
action at the border; for details see
Section C (8) below. Other remedies concern
action in the country. The goods in question
must be seized in the country, whether it is
the country in which the unlawful affixation
took place or country into which the goods
have been imported. If the country's
legislation does not permit such seizure,
then, until such time as the legislation is
modified accordingly, these measures shall be
replaced by the actions and remedies available
in such cases to nationais under the law of
that country.

The Madrid Agreement (Indications of Source)

contains a similar hierarchy of remedies, with
the additional requirement that, in the

dbsence of special sanctions ensuring the
prevention of false or misleading indications

of source, the sanctions provided by the
corresponding stipulations of the laws

relating to trademarks or trade names shall be
applicable (Article 1).

The remedy provided for in the Berne
Convention is 1iability to seizure

(ArticTes 13(3) and 16).

United States (W/14/Rev.l)

Remedies for infringement of IPRs shall include
seizure, forfejture, destruction, and removal
from commercial channels of infringing goods,
or other effective action as may be
appropriate.

India (W/40)

Canada (W/42)

[Remedies for the infringement of IPRs should

include the possibility of seizure, forfeiture,
destruction and removal from commercial

channels of infringing goods. Remedies should
also include the possibility of seizure,

forfeiture or destruction of any device
specifically used for the production of

infringing goods.]

Australia (W/53)

Seizure, forfeiture and in approriate cases
destruction of infringing goods.

Brazil (W/57)



European Communities (W/31)

Where an IPR has been found to be infringed,
the right holder can, in accordance with the
relevant provisions of national law and where
this would not be out of proportion to the
infringement in question, for example in cases
of deliberate and flagrant infringements of an
IPR, request that the infringing goods,
including materials and impiements
predominantly used in their creation, be,
without compensation of any sort, forfeited,
and destroyed or disposed of outside the
channels of commerce in such a manner as to
minimize any harm caused to him, or that, as

agplicable, any other measures be taken having
the effect of effectively depriving those

responsible for the infringement of the
economic benefits of their activity and

constituting an effective deterrent to further
activities of the same kind.

Hong Kong (W/54)

The possibility of seizure, forfeiture or
destruction of infringing goods.
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Japan (W/43)

Remedies to stop or prevent the infringement

of IPRs shall include such measures as
destruction of things which have constituted

the infringement and removal of facilities
which were used for the infringement.

Republic of Korea (W/48)

Nordics (W/58)

The judicial authorities should be provided

with the authority to issue an order for
forfeiture and destruction of infringing

goods when deemed necessary.
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(4) CIVIL REMEDIES FOR INFRINGEMENT (contd.)
(d) DAMAGES AND RECOVERY OF COSTS

Corresponding Provisions of Existin
InfEFhatTBﬁhi Treaties United States (W/14/Rev.l)

Monetary awards adequate to compensate fully

owners of IPRs must be available. In
appropriate cases, this should include
provision of statutory damages.

India (W/40)

Canada (W/42)

[In addition to the damages provided in A(13),
right holders should be entitled to recover

costs reasonably incurred in the proceedings
involving counterfeiting or piracy or

proceedings where the relevant good has been
prev}ous]y held on the merits to infringe an
IFR.

Australia (W/53)

Appropriate and adequate compensation,
including damages or an account of profits.

Brazil (W/57)



European Communities (W/31)

The right holder shall be entitlied to obtain
from the infringer adequate compensation of the
injury he has suffered because of a deliberate
or negligent infringement of his IPR and to
recover the costs reasonably incurred in the
proceedings. The compensation may, in
particular, consist of the restitution as far
as possible of the situation as it existed
prior to the infringement and of the vecovery

in apgropriate cases of the profits resulting
from the infringement. In appropriate cases

recovery of profits may be granted even where
the infringer has not acted intentionally or
negligentily.

Hong Kong (W/54)

Damages to compensate the right holder for any
injury caused by infringing activity.

The possibility of an account for profits made
from infringing activity.

The possibility of recovery of costs reasonably
incurred in the course of proceedings.
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Japan (W/43)

Signatories may provide for provisions in
which the amount of profit gained bz the
infringer shall be presumed to be the amount
of damage sustained by the right holder, or in
which the right holder may claim the amount of
money normally obtainable for the working of
the rights, as the amount of such damage.

Republic of Korea (W/48)

Damage claims.

Nordics (W/58)

In cases of infringement the right hoider
should be entitled to remuneration for the
exploitation. In cases of wilfui or
negligent inTringement adequate compensation
should be given to the right holder.
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(5) CRIMINAL SANCTIONS

Corresponding provisions of existing
internationa% treaties United States (W/14/Rev.l)

Criminal remedies shall include seizure of
infringing goods, materials and implements used
in their creation, and forfeiture of such
articies, imprisonment, and moretary fines.

India (W/40)
See A(1) above.

Republic of Korea (W/48)
Criminal sanctions include the following:

- seizure of infringfng goods, materials and
implements used for their production, and
forfeiture of such articles;

- imprisonment of and monetary fines imposed
upon the infringer.

Australia (W/53)

Criminal sanctions and penalties, in addition
to civil remedies, should be provided in cases
of deliberate trademark counterfeiting ard
copyright piracy on a commercial scale.



European Communities (W/31)

Such remedies shall include imprisonment and
monetary fines sufficient to provide an
effective deterrent.

Canada (W/42)

[Criminal remedies with respect to counterfeit
and pirated goods should include imprisonment
and monetary fines. They should also include
the passibility of seizure and forfeiture of

counterfeit and priated goods and any g]ate,
cast, mold or similar device used in their

creation. ]

Hong Kong (W/54)

Signatories should provide criminal sanctions
in respect of counterfeiting or wilful acts of
commercial copyright piracy, which should
include the possibility of imprisonment and
monetary fines. There should be the
possibility of sefzure and forfeiture of
counterfeit and pirated goods and any device
specifically used for their production.

Brazil (W/57)
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Japan (W/43)

Signatories shall regard the act of the
infringement of patents, trademarks, designs,
copyright, neighbouring rights,
semi-conductor integrated circuit layout
right as constituting criminal act and shall

establish provisions for criminal sanctions,
including imprisonment or fine, against such
act.

Where deemed necessary and so long as it does
not infringe the legitimate interest of a
third part{ such provision shall provide for
a confiscation of goods which have
constituted a criminal act infringing
inteliectual property rights, goods which
were used or intended to be used for such an
act, goods arising from or acquired by such
an act or goods acquired as a reward of such
an act.

Nordics (W/58)

In cases of wilful infringement IPRs
criminal procedures and sanctions should

apply.
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(6) INDEMNIFICATION OF DEFENDANT AND OTHERS

Corresponding provisions of existing
1nternationa% treaties United States (W/14/Rev.l)

See A (10) above.

India (W/40)

Canada (W/42)

[Parties wrongfully enjoined or restrained
should be entitled to claim adequate
compensation for the injury suffered and to
recover the costs reasonablg incurred in the
proceedings. Signatories should provide for
the possibility that these parties may, in
appropriate cases, claim compensation from the

authorities where such authorities have
initiated the proceedings. ]

Australia (W/53)
See A(10) above.



European Commnities (W/31)

Parties wrongfully enjoined or restrained by
any civil judicial measures taken for the
purpose of enforcing IPRs shall be entitled to

claim adequate comgensation of the injury
suffered because of an abuse of enforcement
procedures and %o recover the costs reasonably
incurred in the proceedings. Signatories may
provide for the possibility that these parties
may in appropriate cases claim compensation
from the authorities.

Hong Keng (W/54)

Signatories should provide, in appropriate
cases, for the indemnification of a successful
defendant to compensate for camages suffered or
costs incurred in civil judicial proceedings.

MTN.GNG/NG11/W/33/Rev.2
Page 61

Japan (W/43)
See A(10) above.

Republic of Korea (W/48)
See A(10) above.

Brazil (W/57)

Nordics (W/58)
See B(3)(b) above.
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C. SPECIAL REQUIREMENTS RELATED TO BORDER MEASURES
(1) EGENERAL REQUIREMENT

Corresponding Provisions of Existin
IﬁfEFﬁgtT6ﬁEq'T?EEE?EE""""""'Q

United States (W/14/Rev.l)

Signatories shall provide means to initiate

qrocedures to enforce IPRs against imported
nfringing goods before they are released from

the jurisdiction of the customs authorities.
It is left to each signatory to determine if

the means are judicial or administrative in
nature.

India (W/40)

(See proposal on trade in counterfeit goods
(MTN.GNG/NG11/W/41).)

Canada (W/42)

There should be interim procedures: (a) to
allow the courts to direct customs authorities
to detain counterfeit or pirated goods, or

(b) to allow interim detention by customs of

such items, subgect to apBropr1ate safeguards.
Such measures should not be appliied in a

manner which would constitute a disguised
restriction on international trade.

[Signatories should provide for interim
Judicial measures to allow the courts to
direct customs authorities to detain

counterfeit or pirated goods or they should
provide for interim detention by customs as

provided by this section. Signatories may
also provide for the detention or prohibition
of other types of infringing goods.

Any procedure to allow customs authorities to
detain or prohibit any type of infringing good
without a court order should conform to the
rules set out in this section.

Where signatories allow the right holder to
jnitiate detention, they should establish
procedures according to which a right holder

may lodge an application in writing with
competent authorities for the suspension by

the customs of the reiease into free
circulation of suspected counterfeit or

pirated goods.]



European Commnities (W/31)

Signatories shall establish procedures
according to which a right holder, who has
valid grounds for suspecting that the
importation of counterfeit goods is
contempiated, may lodge an application in

writing with the competent authorities for the
suspension by the customs authorities of the

release into free circulation of such goods.

For membe < = customs union, the term
"border™ 1s unu.i*Stood to apply to their border
to countries or areas which are not part of the
union, and the term "territory”™ is understood
as the customs territory of the union.

Australia (W/53)

Judicial and/or administrative procedures
should be available for an intellectual
property right holder to initiate action for

competent authorities to detain counterfeit and
pirated goods imported on a commercial scale

and prima facie infringing the right holder’s
trademark or copyright. Such procedures should

be subject to appropriate safeguards to ensure
that such action does not constitute an

impediment to legitimate trade or an abuse of
enforcement measures,

Brazil (W/57)

Border measures for the enforcement of IPRs
should be made availabie for the interested
parties in cases where alleged infringement or
abusive use of rights cause damage to their
trade interests or create distortions to
jnternational trade.
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Japan (W/43/Add.1)

Republic of Korea (W/48)

Enforcement procedures should be made
available at the border.

Hong Kong (W/54)

Signatories should provide administrative
procedures for customs authorities to detain

or prohibit counterfeit or pirated goods at
the instigation of the right holder.

Nordics (W/58)

Border measures should be seen as a specific
form of provisional measures. Accordingly,
the Nordic position on provisional measures
as outlined above also applies to border
measures.

Signatories should be obliged to provide for
and maintain procedures whereby a right

holder can apply to a competent authority to
have the customs authorities suspend customs

clearance of imported counterfeit or pirated
goods.

See B(3)(a) above.
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(2) COVERAGE
(a) OF_IPRS

Corresponding Provisions of Existin
IﬁfEFﬁgf13ﬁE%'T?iitTEE"""“"“J1

Paris Convention: Goods unlawfully bearing
protected trademarks or trade names or in
connection with which a faise indication of
the source of the goods or the identity of the
producer, manufacturer or merchant has been
g32§§§1y or indirectly used (Articles 9(1) and

Madrid Agreement (Indications of Source):
Goods having a false or decegtive indication
by which one of the member States, or a place
therein, is directly or indirectly indicated
as being the country or piace of origin
(Article 1).

United States (W/14/Rev.l)
A1l IPRs.

India (W/40)

Canada (W/42)

[Counterfeit trademark goods and pirated
copyright goods.

Definitions

GO0DS should me?n: ;
any goods, inciuding packaging, bearing without
au%hgrisafion a tragegark 3higﬁ is idegtical to
the trademark validly registered in respect of
such goods, or which cannot be distinguished in

its essential aspects from such a trademark and
which thereby infringes the rights of the owner
of the trademark {in question under the
legislation of the country of importation.
PIRATED GOODS should mean:

any goods which are copies made without the
consent of the rights holder or person duly
authorised by him in the country of production
and which are made directly or indirectly from
an article where the making of that copy

constitutes an infringement of a copyright
under legislation in the country of
jmportation. ]

Brazil (W/57)
IPRs.



European Commnities (W/31)

Counterfeit goods which for the purpose of this
section are understood to be those bearing
without authorization a trademark which is
jdentical to a trademark validly registered in
respect of such goods in or for the signatory
in the territory of which the goods are
declared for importation, or which cannot be
distinguished in its essential aspects from
such a trademark. - Signatories may establish
procedures concerning any goods which,

prima facie, infringe any other IPR. - As the
negotiations progress, the Community will, in

addition to its present suggestions, wish to

examine the goss?b111ty of going beyond the
proposed minimum requirement for intervention

by customs authorities, in particuiar in order
to explore the possibility of introducing a

commitment that parties adopt procedures in
accordance with which customs authorities could

detain goods infringing any IPR. In
implementing such a commitment, allowance would
be made for differences in national 1eg31
systems, including the relationship between
courts and customs, as well as differences
between IPRs.

See also MTN.GNG/NG11/17, paragraph 62.

Australia (W/53)

Counterfeit goods, meaning any goods, including
packaging, bearing without authorisation a
trademark which is identical to the trademark
validly registered in respect of such goods, or
which cannot be distinguished in its essential
aspects from such a trademark and which thereby

infringes the rights of the owner of the
trademark in question under the legislation of
the country of importation.

Pirated goods, meaning any goods which are
copies made without the consent of the rights
holder or person duly authorized by him in the
country of production and which are made
d1rect1¥ or indirectly from an¥ article where
the making of that copy constitutes an
infringement of a copyright under legislation
in the country of importation.

MTN.GNG/NG11/W/33/Rev.2
Page 65

Japan (W/43/Add.1)

To be determined.

Republic of Korea (W/48)

Hong Kong (W/54)

Counterfeit goods for the purposes of border
measures should mean any goods, including
packaging, bearing withou authorisation a
mark which resembles or nearly resembles a
registered trade mark as to be calculated to
deceive in respect of such goods.

Pirated goods for the purpose of border
measures should mean any goods which are

co?ies made without the consent of the right
holder or person duly authorised by him in
the country of production, and which are made
directly or indirectly from an article where
the making of that cogy constitutes an
infringement of copyright under the
legislation of the country of importation.

As negotiation progresses, it ma¥ be
necessary to examine the possibility of

introducing procedures in accordance with
which customes authorities could detain goods
infringing other type of IPRs.

Nordics (W/58)
Counterfeit or pirated goods.
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(2) COVERAGE (contd.)
{(b) OF ACTS INVOLVING THOSE IPRS

Corresponding Provisions of Existin
TﬁfEFﬁgfT6ﬁ5%'TFEEYTEE""""“"’Q

The Paris Convention and Madrid Agreement
QIndkaﬁons of §ource) provide for the

application or measures against importation.
Goods 1in transit are excluded from any
obligation to effect sefzure.

The Phonograms Convention provides for
protection against the importation of
duplicates of phonograms made without the
consent of the producer if it is done for the
purpose of distribution to the public (Article

2).

United States (W/14/Rev.l)

Importation of infringing goods.
Procedures shall also apply to goods in transit
provided that they cover goods infringing an

IPR of the country through which the goods were
being shipped.

India (W/40)

Australia (W/53)
Importations on a commercial scale and
rima facie infringing a right holder's
trademark or copyright.
Brazil (W/57)

Where alleged infringement or abusive use of

rights causes damage to the trade interests of
interested parties or creates distortions to

international trade.

Nordics (W/58)
Imports.



European Commnities (W/31)

Importation of counterfeit goods.

Where goods have been put on the domestic
market or the market of a third country with
the consent of the right holder, the fact that
he has not agreed that the goods are ijmported
or reimported, or that they are imported under
conditions other than those agreed by him,
shall not be sufficient reason for direct
border intervention.

Signatories may provide for corresponding
procedures concerning the suspension by the

customs authorities of the release of
counterfeit goods destined for exportation

from their territory.

The grovisions shall not apply to small
quantities of goods of a non-commercial nature

contained in travellers' personal luggage or
sent in small consignments.

Canada (W/42)

{Importation of counterfeit trademark goods or
pirated copyright goods.

For greater certainty, contracting parties
may, but are not required to, have border
measures for goods that have been put on the
domestic market or the market of a third
country with the consent of the right holder.

The provisions should not apply to small
quantities of goods of a noncommercial nature
contained, for example, in travellers'
personal luggage. ]
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Japan (W/43/Add.1)

Importations of goods in respect of which
Jjudgement could easily be made as to whether
or not they infringe intellectual property
rights.

The grovisions.sha11 not apply to those goods
which are considered to serve only for

personal usage of the importer and other
small quantities of goods of a non-commercial

nature recognized as import for non-business
purpose.

Republic of Korea (W/48)

Hong Kong (W/54)

The restricted acts of importation or
exportation need not necessarily inciude
goods that have been put on to the domestic

market of a third country with the consent of
the right holder.

The provisions shouid not apply to small
quantities of goods of a non-commercial
nature, for example, goods in travellers'
personal luggage.

Border measures should not apply to goods in
transit.
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(3) STANDING TO INITIATE PROCEDURES
Corresgondinq Provisions of Existing
nternational ireaties

For Paris Convention, see Section B (2) above.

Under the Madrid Agreement (Indications

of Source), seizure takes place at the
Instance of the customs au horities, which
must immediately inform the interested party,
whether an individual person or a legal
entity, in order that such garty may, if he so
desires, take appropriate steps in connection
with the seizure effected as a conservatory
measure. However, the public prosecutor or
an¥ other competent authority may demand
sejzure either at the request of the injured
party or ex officio; the procedure will then
follow its normal course (Article 2(1)).

United States (W/14/Rev.l)

Owners of IPRs and other persons authorized by
the owner and having legal standing.

Seizure of goods at the border by competent
authorities may be either ex officio,

sua sponte or at the request of the rights
older when the competent authorities are
satisfied that imported goods infringe an IPR.

India (W/40)

Australia (W/53)
IPR holders.

Brazil (W/57)

Interested parties.



European Communities (W/31)
Right holders (see B(2) above).

Signatories may require customs authorities to
act upon their own initiative and to suspend
the release of goods faliing under (2) above
where they have acquired a sufficient degree of
certainty that an IPR is being infringed. In
this case, the customs authorities may at any
time seek from the right holder any information

that may assist them to exercise these powers.

Canada (W/42)
[See above, C(1), re. right holders.

Signatories may require customs authorities to
act upon their own initiative and to suspend
the release of goods where they have a

sufficient degree of certaint¥ that an IPR is
being infringed. Such detention should be

subject to the same conditions,
mutatis mutandis, as set out in C(5) below.]

Hong Kong (W/54)
Right holders (see B(2) above).
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Japan (W/43/Add.1)
Right holders of IPRs.
Participants may provide for provisions which

aliow the competent authorities to initiate
ex officio procedure for the suspension of

importation of goods which is recognised as

infringing an intellectual property right,
when theg have sufficient grounds to believe
that such goods infringe IRPs.

Republic of Korea (W/48)

Nordics (w/58)
Right holders.
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(4) REQUIREMENTS FOR INITIATION OF
RUCEDURES BY IPR HUCDERS

(a) APPLICATION

Corresponding Provisions of Existing
International lreaties

Articles 9 and 10 of the Paris Convention
provide for sejzure at the request ofr an

interested party. The Madrid Agreement
(Indications of Source), while providing that
the public prosecutor or any other competent
authority may demand seizure either ex officio
or at the request of the injured party, does not
provide for seizure to take place at the
request of an interested party (Article 2(1)).

United States (W/14/Rev.1)

A party initiating the procedures must address
himself to an authority which must be
designated for this purpose by each

signatory.

India (W/40)

Brazil (W/57)

In cases where there is infringement or abusive
use of IPRs, the following should be observed:
(1) exhaustion of all internal procedures and
measures immediately availabie to the
interested party in the country where the
violation has occurred in order to obtain
recognition of allegedly infringed rights, as
well as possible compensation; (i1) the party
allegedly affected ejther by the infringement
or the abusive use of IPRs should send prior
notification to the relevant authority of the
country where the infringement or the abusive
use has been produced, in order to enable such
com?etent authority to take the necessary
action for the solution of the dispute; ~(ii1)
in cases where prior or {mmediate retention of
goods by the customs authorities may occur, the

notification to be provided by the interested
party should contain the fullest possible

evidence of infringement or abusive act. Local
authorities may impose additional requirements,

in cases where there is suspicion of creating
unjustified obstacle to legitimate trade.



European Communities (W/31)

A right holder, who has valid grounds for
suspecting that the importation of counterfeit
goods is contemplated, may lodge an
application in writing with the competent
authorities.

Canada (W/42)
See above, C(1), paragraph 1.

Australia (W/53)

Hong Kong (W/54)

A right holder who wishes to initiate seizure
by the customs authorities should make an
application.

Nordics (W/58)

Application by right holder to competent
authority.
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Japan (W/43/Add.1)

A right holder of an IPR, who susgects that
jmportation of goods infringing the right is
being contemplated, may lodge an application
in writing with the competent authorities for
the suspension of importation of goods.

Signatories shall establish and make public
in advance, criteria on which acceptance or
refusal of the application shall be decided.

The competent authorities shall, upon
examining whether application form fulfils

the requirements of the criteria, decide
whether the application in question is
accepted or not, and shall inform the
applicant of the decision. The competent
authorities shall, in grinciple, accept all
applications which fulfil the requirements of
the criteria.

In cases where the competent authorities do
not accept the application, the applicant

shall be given sufficient opportunity to
defend his cause.

Republic of Korea (W/48)
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(4) REgUIREHENTS FOR INITIATION OF
PROCEDURES BY IPR HOLDERS (contd

(b) INFORMATION TO BE PROVIDED

Correspondin

Provis

ions of Existing

Internationa

Treat

es

))

United States (W/14/Rev.l)

The person initiating the grocedures shall be
required to present adequate evidence of the
right to protection in accordance with the
relevant laws of the country of importation.

India (W/40)

Canada (W42)

[The application should be accompanied by proof

that the applicant is the right holder or duly
authorised person. It should contain all

pertinent information available to the
applicant to enable the competent authority to

act in full knowledge of the facts, and a
sufficiently detailed description of the goods

to enable these to be recognised by the customs
authorities. The applicant may also be

required to sugply any other information
available to him necessary for the

jdentification of the goods concerned.]
Australia (W/53)

Brazil (W/57)
See C(4)(a) above.



European Communities (W/31)

The agg]icatiqn must be accompanied by proof
that the applicant is the right holder. It

must contain all pertinent information
available to the applicant to enable the

competent authority to act in full knowiedge of
the facts, and a sufficiently detailed
description of the goods to enable them to be
recognized by the customs authorities.

The agg11cant may also be required to supply
any other information necessary for the
identification of the goods concerned. The
application must specify the length of period
for which the customs authorities are requested
to take action.

Hong Kong (W/54)

The application must be accompanied by proof
that the applicant is the right holder. It
should contain all pertinent information
available to the applicant to enable the
customs authorities to act with full knowiedge
of the facts, and a sufficiently detailed

descrigtion of the goods to enable them to be
recognised.

MTN.GNG/NG11/W/33/Rev.2
Page 73

Japan (W/43/Add.1)

The applicant shall at least be required to
provide in its application form material
which gives valid grounds to judge that the
applicant is the genuine right hoider,

specific length of period during which the
competent authorities are requested to take

action, and sufficiently detailed explanation
which enables the competent authorities to

judge whether the goods in guestion are
actually infringing an IPR.

Republic of Korea (W/48)
Holders of IPRs are responsible for
submitting evidence when they file a lawsuit
claiming an infringement of the rights.
Nordics (W/58)

See B(3)(b) above.
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(4) g%

%))

(c) PROVISION OF SECURITY

Corresponding Provis
Internationaq Treat!

UIREMENTS FOR INITIATION OF
URES BY IPR RULDERS (contd.)

jons of Existing
es

United States (W/14/Rev.l)

In order to prevent abuse of border enforcement
measures, signatories may require a rights
owner to provide security up to an amount
sufficient to hold the authorities and importer
harmiess from loss or damsge resulting from
detention where the goods are subsequently
determined not to be infringing. However, such
securities shall not unreasonably deter
recourse to such procedures.

India (W/40)
Australia (W/53)

Brazil (W/57)
See C(4)(a) above.



European Commurities (W/31)

Signatories may require a right holder who has
Jodged an application to provide a security.

Such a security or equivalent assurance shail
be required in the context of procedures other
than those relating to counterfeit goods.

Canada (W/42)

[Signatories may require a right holder to
provide security up to an amount sufficient to
hold the authorities and importer harmless
from loss or damage resulting from detention
where the goods are subsequently determined
not to be infringing or where the right
holder, after being informed of the

detention, does not promptly inform the customs
authorities that he does not intend to refer

the matter to the competent authority for a
dectsion on the merits or provisional measures.
However, such securities shall not unreasonably
deter recourse to such procedures.

Right holders should be liable to indemnify

importers for goods wrongfully detained at
their request regardless of whether the right
holder has provided a security.]
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Japan (W/43/Add.1)

Signatories may establish provisions in which
competent authorities require the applicant

to provide a security when lodging such an
application.

Republic of Korea (W/48)
See A(10) above.

Hong Kong (W/54)

Signatories may require the right holder who
has lodged an application with the customs
authorities to provide security or equivalent
assurance.

Nordics (W/58)

See B(3)(b) above.
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{5) CONDITIONS ON DETENTION OF GOODS
Corresponding Provisions of Existing
nternational lreaties

The Madrid Agreement (Indications of Source)
requires that, where seizure takes place at

the instance of customs authorities, they must

immediately inform the interested party,
whether an individual person or legal entity,

in order that such party may, if he so
desires, take appropriate steps in connection
with the seizure effected as a conservatorg
measure. If seizure is demanded by the public

prosecutor or any other competent authority,
the Madrid Agreement provides that the

rocedure will then follow its normal course
Article 2(1)).

United States (W/14/Rev.l)

When the competent authorities have reason to
believe imported goods may be infringing, they
shall detain such goods pending a determination
whether the goods are infringing.

India (W/40)

Australia (W/53)

Provisions may be made allowing release of
detained goods in circumstances where IPR

holders have not taken timely appropriate steps
to have a decision taken by the appropriate
authorities on the merits of the case.

Brazil (W/57)
See C(4)(a) above.

Nordics (W/58)

In addition to the safeguards against abuse
contained in the general provisions on
provisional measures (see B(3 Sb{ and (c)
above), a border measure shou apse if the
right holder has neither initiated legal
proceedings with a judicial authority
competent to take decisions on the merits of
the case, nor has obtained a prolongation of
the border measure or another provisional
measure from a judicial authority, within two
weeks after he has been informed that the
customs clearance of particular goods has
been suspended.



European Communities (W/31)

If, within two weeks following the notification
of the suspension of the release of goods in
response to an application by a right holder,
the customs authorities have not been informed
that the matter has been referred to the
authority competent to take a decision on the
merits of the case, or that the duly empowered
authority has taken provisional measures, the
goeds shall be released, provided that all
other conditions for importation or exportation
have been complied with. In exceptional cases,
the above time-limit may be extended by another
two weeks.

Canada (W/42)

[If, within a reasonable time as set by
legislation following the notification of the
suspension of the release of goods in response
to an application by a right holder, the
customs authorities have not been informed
either that the matter has been referred to
the authority competent to take a decision on
the merits of the case or that the duly
empowered authority has taken provisional
messures, the goods should be released,
provided that all other conditions for
importation or exportation have been complied
with.

Unless a court of appeal has made a decision
affirming detention, seizure or prohibition by

customs, goods should be released if any
internal court or authority acting upon
similar facts decides that the products are
not infringing.]

Hong Kong (W/54)
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Japan (W/43/Add.1)

In cases where the competent authorities do
accept the application, they shall, in the
discharge of their duties, pay due attention
in respect of the content of the application
and, upon arrival of the goods recognized as
the subject matter of the application, shall
suspect their importation if such goods are
Jjudged to be actually infringing the IPR in
question.

In cases where the competent authorities

cannot judge whether the goods in question
infringe the IPR or not within a reasonable

period of time, even after the audience from
the two parties and the inquiry from the

administrative bodies and other parties
concerned, the competent authorities may

release the goods from suspension and permit
their importation.

When the competent authorities have suspended
importation of goods, they shall notify both
the importer and applicant of such fact. In

this case, the importer shall be given
sufficient oppertunity to defend his cause.

The content of the notification shali be as
comprehensive and detafled as possible,

¥1th1n the 1imits allowed by the national
aw.

Republic of Korea (W/48)

Since the arbitrary descretion of customs
offices may hinder legitimate trade, it is
necessary to make expliicit the customs
offices' authority and responsibilities.

See also A(10) above.
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(6) PROCEDURES AFTER DETENTION OF GOODS

Corresponding Provisions of Existing
Internationaq Treaties

United States (W/14/Rev.1)
India (W/40)
Republic of Korea (W/48)
Australia (W/53)
Brazil (W/57)

Nordics (W/58)

(7) RELEASE OF INFORMATION CONCERNING OTHER
FARTIES 7O THE TRANSACTION

Corresponding Provisions of Existing
International Treaties United States (W/14/Rev.l)

India (W/40)
Australia (W/53)

Brazil (W/57)



European Communities (W/31)

Without prejudice to the protection of
confidential information, the right holder
shall be given sufficient opportunity to

inspect any product detained by the customs
authorities in order to substantiate his

claims.

Canada (W/42)

Hong Kong (W/54)

Without prejudice to the protection of
confidential information, the right holder
should be given sufficient opgortunity to
inspect any product detained by the customs
agt?or1ties in order to substantiate his
claims.

European Commnities (W/31)

Unless this would be contrary to provisions of
national law, the customs authorities shall
inform the right holder, upon request, of the
names and addresses of the consignor,
importer, consignee and of the quantity of the
goods in question.

Canada (W/42)
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Japan (W/43/Add.1)

In case of difficulty in judging whether the
goods recognized as the subject matter of the
application infringe an IPR, the competent
authorities shall give audience to the
explanation of both the importer and the
applicant, and may, as necessary, inquire
administrative bodies concerned for their
official view or advice or other parties
concerned for opinion. Audience shall be
conducted fellowing due procedures.

In cases of ex officio initiation of
procedures, tThe competent authorities may
request the right holder to provide necessary
information. The participants shall

establish procedures comparabie to those
stipulated above and at C(5) above, second

and third indents.

Japan (W/17, 43 and 43/Add.1)

Republic_of Korea (W/48)

Hong Kong (W/54)

Nordics (W/58)
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(8) REMEDY

Corresponding Provisions of Existing
Internationaa Treaties

In regard to goods unlawfully bearing
protected trademarks or trade names or in

connection with which a false indication of
source has been directly or indirectly used,
the Paris Convention contains an obligation to
seize them on importation if a country's
legislation permits such seizure. If this is
not the case, the country in question must
replace this by prohibition of importation or
sejzure inside the country. However, the
Paris Convention allows that even these
replacement measures might not exist and, if
this is the case, until such time as the
legislation of a country is modified
accordingly, these replacement measures shall

be substituted by the actions and remedies
available in such cases to nationals under the

law of such country (Articles S and 10).

The Madrid Agreement (Indications of Sourcez
contains a similar hierarchy ot remegies, with
the additional requirement that in the absence
of any special sanctions ensuring the
prevention of false or misleading indications
of source, the sanctions provided by the
corresponding stipulations of the laws
relating to marks or trade names shall be
applicable (Article 1).

United States (W/14/Rev.1)
See B(4) above.

India (W/40)

Canada (W/42)
See B(4) above.

Australia (W/53)
Detention of goods.

Nordics (W/58)
See C(1) and B(4) above.



European Communities (W/31)

Where the action is initiated by an application
from a right holder: Without prejudice to the
other rights of action open to the right
holder, and subgect to the right of the
defendant to lodge an appeal to the judicial
authorities, the competent authorities shall,
as a general rule and in accordance with the
relevant provisions of national law, and where
this would not be out of proportion to the
infringement in question, provide for the
forfeiture of the infringing goods and destroy

them or dispose of them outside the channels of
commerce in such a way as to minimize harm to
the right holder without compensation of any
sort. They may in respect of such goecds take
an¥ other measures having the effect of
effectively depriving those responsibie for the
infringement of the economic benefits of their
activity and constituting an effective
deterrent to further activities of the same
kind. Other than in exceptional cases, with
regard to counterfeit goods the simple removal
of the trademarks affixed without authorization

shall not be regarded as having such effect.
The authorities shall not order the

re-exportation of the goods in an unaltered
state or subject them to a different customs
procedure.

Where the action is initiated by customs on
their own initiative: Without prejudice to the
other rights of action open to the right holder
and subject to the right of the defendant to
lodge an appeal to the competent judicial
authorities, signatories shall, where this
would not be out of groportion to the
infringement in question, for example in cases
of deliberate and flagrant infringements,
provide for the forfeiture of the goods thus
detained by the customs authorities and for
their destruction or disposal outside the

channels of commerce in such a manner as to
minimize harm to the right holder.
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Japan (W/43/Add.1)

The competent authorities shall, in
principle, forfeit and destroy goods
recognized as infringing an IPR or take other
effective measures deemed to be appropriate.

Republic of Korea (W/48)

Hong Kong (W/54)

Signatories should provide remedies which, in
the event of a successful criminal
prosecution, should enable a court to order,
where appropriate, forfeiture and destruction
of the infringing goods, or their transfer to
the IPR holder, or the removal or erasure of
the offending feature of the infringing
goods. These remedies are in addition to
penalties of imprisonment or fine that may be
ordered by a court.

Brazil (W/57)



